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FI NAL DECI SION W TH RESPECT TO THE PARTY TUCHOLSKI

The subject matter of this interference relates to a
battery wwth a strength indicator. The count of this
interference is as follows:

Count 1

A battery having a |label with an integral voltneter; wherein the
vol tmeter conpri ses:

A) a dielectric |ayer;

B) a conductive | ayer above or below the dielectric layer; and
C) a tenperature sensitive color indicator layer in thernma
contact with the conductive layer, characterized in that 1) the
conductive layer has i) sufficient heat generating capacity to
affect a change in the tenperature sensitive color indicator
layer and ii) sufficient thermal insulating neans under one of
its surfaces to overcone heat sinking when the voltneter is in
contact with a battery having an electrically conducting housi ng
and 2) the voltnmeter includes neans for formng an electri cal
switch with the electrically conductive battery housing.

The party Wang et al.'s clains 22 to 24 and 43 to 63,
the party Tucholski's clains 1 to 35 and 46 to 70, the party
Cataldi et al.'s patent clains 9 to 29, the party Catal di et
al.'s reissue clains 9 to 25 and 28 to 40, the party Burroughs et
al.'s patent clains 1 to 11 and the party Burroughs et al.'s

reissue clainms 13 to 51 correspond to the count.
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In Interlocutory Order No. 2, dated May 10, 1996 (Paper
No. 494), the Adm nistrative Patent Judge (APJ) |isted and
acknow edged the 91 prelimnary and m scel | aneous notions and
requests, the various oppositions, replies thereto and coments’
to various oppositions and replies, filed by the parties. In
addition, the APJ opened prelimnary statenents and ordered their
service. At the sane tine, the APJ placed the junior parties
Tuchol ski and Cataldi et al. under an order pursuant to 37 CFR

1.640(d)(3)® to show cause why judgnment should not be entered

"In an order, dated Decenber 12, 1994 (Paper No. 77), the APJ
in charge of the interference at that tinme authorized the parties to
file cooments in support of or in opposition to a notion directed at
anot her party.

8 This section reads, in part, as follows:

8 1.640 Motions, hearings and deci sion, redeclaration of
interference, order to show cause.

* * * * *

(d) An admnistrative patent judge nay issue an order to
show cause why judgnment should not be entered against a party when:

(3) The party is a junior party whose prelimnary

statenent fails to overcone the effective filing date of another
party.
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against themin view of the fact that the dates alleged in their
prelimnary statenents did not overcone the filing date of the
seni or party Burroughs et al.

The junior parties Tucholski and Cataldi et al. filed
responses to the show cause order. The purpose of this final
hearing® is to deterni ne whether the junior parties Tuchol ski and
Catal di et al. have shown sufficient cause to avoid the entry of
j udgnent against them This decision addresses the issues raised
by the party Tuchol ski.

In its nmenorandum (Paper No. 505) in response to the
show cause order, the party Tuchol ski urges that a favorable
decision on its prelimnary notions for judgnment against the
party Burroughs et al. would vitiate the show cause order under
37 CFR §8 1.640(d)(3). If the senior party Burroughs et al.'s
clains are held to be unpatentable as urged in the aforesaid
prelimnary notions, then the senior party Burroughs et al. would
be renoved fromthe interference. The interference would then

proceed as a three party interference with the party Catal di

® The acconpanyi ng final decisions address the issues raised by
the party Cataldi et al. and by the party Wang et al.
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et al. as the senior party. |In that circunstance, the party
Tuchol ski's prelimnary statenent woul d overcone the effective
filing date of the party Cataldi et al.

The nmenorandum al so i ncludes a request for final
hearing to review prelimnary notions (Paper Nos. 81 and 82) for
j udgnment agai nst Burroughs et al. and a notion (Paper No. 506)
for testinony. The APJ granted the request for final hearing to
the extent that this case would be set down for final hearing to
consi der such matters as nmay be pertinent under 37 CFR § 1. 655
and granted the notion for testinony to the extent that the party
Tuchol ski was authorized to introduce into evidence only that
evidence relied upon in its two prelimnary notions for judgnent
(Paper Nos. 81 and 82) and in its replies (Paper Nos. 257 and
258). The APJ's order states, "[n]o other evidence may be
introduced.” See Section IV of Interlocutory Order No. 4, dated
July 19, 1996 (Paper No. 534).

The parties Wang et al., Tucholski, Cataldi et al. and
Burroughs et al. took testinony, filed records and briefs, and

appeared t hrough counsel, at final hearing.
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| SSUES

The junior party Tuchol ski's opening brief raises the
foll ow ng issues:
1. Whether the parties' clainms corresponding to the count are
unpat ent abl e over prior art.
2. Wether the senior party Burroughs et al.'s clains
corresponding to the count are unpatentable under 35 U S. C
8§ 112.
3. Whether the APJ abused his discretion by (i) scheduling two
final hearings, (ii) not permtting the party Tuchol sk
addi tional discovery, (iii) permtting the senior party Burroughs
et al. toraise its schedule B notions at the first final
hearing, and (iv) not scheduling a tinme for the party Tuchol sk
to file areply to the other junior parties opposition briefs.
4. \Wether the Board should retain the party Tuchol ski as a
party to this interference regardl ess of the outconme of the first
final hearing.

In Interlocutory Order No. 10, consideration of the
party Tuchol ski's m scel | aneous notion (Paper No. 665) to excuse

t he bel atedness of its second prelimnary notion (Paper No. 666)
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for judgnent, and its notion (Paper No. 660) to conpel was
deferred to final hearing provided that the party Tuchol ski files
a paper within five days after final hearing requesting
consideration of the notions. Such a paper (Paper No. 794) was
filed. Accordingly, the follow ng notions are al so before us:
5. Wiether the party Tuchol ski's m scel | aneous notion under
37 CFR 88 1.635 and 1.645(b) to file a belated notion for
j udgnent shoul d be granted.
6. Whether the party Tuchol ski's second prelimnary notion under
37 CFR 8§ 1.633(a) for judgnment that the parties' clains are
unpat ent abl e shoul d be granted.
7. \Wether the party Tuchol ski's notion to conpel should be
gr ant ed.

The senior party Burroughs et al.'s opening brief
raises the followng issue with respect to the party Tuchol ski
8. Whether the party Tuchol ski's clains corresponding to the

count are unpatentable over prior art.
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Unpatentability of the Party Burroughs et al.'s d ains

over Prior Art--lssues (1, 5 and 6)

| ssue (1

The party Tuchol ski's opening brief raises the
followng five grounds for unpatentability against the parties
cl ai nms:
A. The parties' clains corresponding exactly to the count, i.e.,
Wang's claim54, Tucholski's claim62, Cataldi's patent claim 20
and Burroughs' reissue claim37, are anticipated by Kiernan, U S.
Patent No. 4,723,656, by Parker, U S. Patent No. 4,747,020, or by
the prior art Bat Check® tester (Tuchol ski's Exhibit Nos. 46A and
47A (TX 46A and 47A)). [See pages 2 to 8 and 85 of the opening
brief.]
B. The parties Wang's clainms 43 to 53 and 55 to 63, Cataldi's

patent clainms 9 to 19 and 21 to 29, Cataldi's reissue clains 21,

-10-
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23 to 25, 28 and 29, Burroughs' reissue clains' 16 to 29, 33 to

36, 38 to 40 and 43 to 51, are anticipated by Kiernan, U S.

0 The party Tuchol ski does not assert that the party Burroughs
et al.'s patent claims 1 to 11, and Burroughs et al.'s reissue clains
13 to 15, 30 to 32, and 42 are anticipated by Kiernan, U S. Patent
No. 4,723, 656.

-11-
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Patent No. 4,723,656. [See pages 8 to 18 of the opening brief
and Addendum A to the opening brief.]

C. The parties Wang's clains 43, 45 to 48, 50, 51, 53 to 59, 62
and 63, Cataldi's patent clains 9, 11 to 14, 16, 17, 19 to 23, 28
and 29, Cataldi's reissue clains 9, 11 to 14, 16, 17, 19 to 23
and 28 to 40, Burroughs' reissue clainms! 16, 18, 20, 22 to 24,
26, 28, 29, 33, 35 to 37, 39, 41, 42, 44, 46, and 48 to 50 are
anticipated by Parker, U S. Patent No. 4,747,020, or by the prior
art Bat Check tester.® [Pages 19 to 28 of the opening brief]

D. The party WAng's clainms 22 to 24 are anticipated by Sterling,
U S. Patent No. 1,497,388. [Pages 29 to 34 of the opening brief]
E. Al of the parties' clainms corresponding to the count are
obvi ous over Sterling, U S. Patent No. 1,497,388 in view of

Ki ernan, U.S. Patent No. 4,723,656, Parker, U S. Patent No.

' The party Tuchol ski does not assert that the party Burroughs
et al."s patent clains 1 to 11 or its reissue clains 13 to 15, 17,
19, 21, 25, 27, 30 to 32, 34, 38, 40, 43, 45, 47, and 51 are
anticipated by Parker, U S. Patent No. 4,747,020, or by the prior art
Bat Check tester.
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4,747,020, or the prior art BatCheck® tester. |[See pages 35 to

62 of the opening brief and Addendum B to the opening brief.]
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Prelimnary Matters

On page 62 of its opening brief, the party Tuchol sk
makes a qualified adm ssion that its clains corresponding to the
count are unpatentable over the relied upon prior art. However,
37 CFR 8 1.637(a) does not provide for any qualified adm ssion
but rather presunes that the prior art cited in a notion is
applicable to the noving party unless there is included with the
notion an explanation as to why the prior art does not apply to
the noving party. Nowhere does the party Tuchol ski's brief or
the party Tuchol ski's underlying prelimnary notion for judgnment
expl ain how the party Tuchol ski's clains corresponding to the
count are patentable over the cited references.

The foregoing | ack of explanation as required by 37 CFR
8 1.637(a) constitutes an adm ssion that the cited references
di sclose (35 U.S.C. 8§ 102) or render obvious (35 U.S.C. § 103)
the party Tuchol ski's clains corresponding to the count. See

Quglielmno v. Wnkler, 11 USPQ2d 1389 (Bd. Pat. App. & Int.
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1989), rev'd on other grounds, slip op. at 17 USPQR2d 1175 (Fed.

Cr. 1990) and Fiddes v. Baird, 30 USPQ2d 1481 (Bd. Pat. App. &
Int. 1993). \Whether the cited references constitute "prior" art
is not admtted by the party Tuchol ski. However, a review of the
party Tuchol ski's prelimnary statenent shows that it contains no
date of invention which antedates the dates of these references.
Thus, the references are prior art to the party Tuchol ski and the
party is not entitled to its clains corresponding to the count
based on the adm ssion.
[

| nsof ar as the grounds A to E urge that the clains of
the party Wang et al. and the party Cataldi et al. are
unpat ent abl e over prior art, the party Tuchol ski's opening brief
is dismssed.

I n accordance with Interlocutory Order No. 9, pages 12
and 13, the grounds for unpatentability entitled to consideration
are those raised in notions by the junior parties Wang et al.

Tuchol ski and Cataldi et al. attacking the right of the senior

-15-
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party Burroughs et al. to remain in this interference and those
raised in notions filed by the senior party Burroughs et al.
attacking the right of the junior parties Tuchol ski and Cat al di
et al. toremain inthis interference.

An APJ's interlocutory order is presuned to have been
correct and the party attacking that order has the burden of
show ng an abuse of discretion. 37 CFR § 1.655(a). An abuse of
di scretion may be found when (1) the decision is clearly
unreasonabl e, arbitrary or fanciful, (2) the decision is based on
an erroneous conclusion of law, (3) the findings are clearly
erroneous, or (4) the record contains no evidence upon which the

APJ rationally could have based the decision. Cf. Abrutyn v.

G ovanniello, 15 F.3d, 1048, 1050-51, 29 USPQ2d 1615, 1617 (Fed.

Cir. 1994). Nowhere does the party Tuchol ski's opening bri ef
request review of the APJ's Interlocutory Order No. 9 or show
that the APJ's order constitutes an abuse of discretion to the
extent that it limts the issues of unpatentability to be raised

by the party Tuchol ski at this final hearing.
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1]

| nsof ar as the brief'? raises the matter of whether the
parties' clains are anticipated by Kiernan, U S. Patent No.
4,723,656, by Parker, U S. Patent No. 4,747,020, or by the
prior art Bat Check tester (grounds A to C above), the natter is
not entitled to any consideration. The matter is not raised in
the party Tuchol ski's underlying prelimnary notion (Paper No.
81) for judgnent, which the party Tuchol ski seeks revi ew of at
final hearing. The nmatter of anticipation by Kiernan is raised
inthe reply® to the opposing parties' oppositions to the
nmotion; the matter of anticipation by the Parker patent and the
prior art BatCheck® tester is raised for the first tinme in the

opening brief. Pursuant to 37 CFR 8§ 1.655(b), a party cannot

2 Addendum A to the party Tucholski's brief sets forth the
basi s upon which the party Tuchol ski relies for anticipation.

13 W note that the Kiernan patent was cited or referenced in
each party's application involved in this proceeding.
¥ A copy of this notion appears in the Tuchol ski record at

pages 565 to 587 (TR 565 to 587).

5 A copy of the reply appears at TR 840 to 876. The matter of
anticipation over Kiernan appears at TR 854 to 856.

-17-
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present a new argunent at final hearing for granting a notion if
the new argunent is not included in the original notion, unless
the party shows good cause as to why the argunent was not earlier

presented. Bayles v. Elbe, 16 USPQ2d 1389, 1391 (Bd. Pat. App. &

Int. 1990); Payet v. Swidler, 207 USPQ 168, 170 (Bd. Pat. Int.

1980); and Fredkin v. Irasek, 397 F.2d 342, 346, 158 USPQ 280,

284 (CCPA 1968). Accordingly, the brief is dismssed as to this
matter.

Even if this matter were tinely raised in the
prelimnary notion, the notion would have been deni ed.
Anticipation requires that all the elenents of the clained

i nvention be described in a single reference. 1n re Spada, 911

F.2d 705, 708, 15 USPQ2d 1655, 1657 (Fed. Cir. 1990). W agree
with the party Burroughs et al. that the Kiernan and Parker
patents and the prior art Bat Check® tester fail as an
anticipation of the party Burroughs et al.'s clains, because they

do not disclose either a battery strength indicator attached to
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the side of a battery housing or any type of switch attached to
the side of the battery housing.
11

I nsofar as the brief raises the matter of whether the
parties' clainms are unpatentable over Sterling, ' U S. Patent No.
1,497,388 in view of the prior art BatCheck® tester!’ (the third
alternative rejection raised in ground E), the brief is not
entitled to consideration. This matter is not raised in the
party Tuchol ski's underlying prelimnary notion (Paper No. 81)
for judgnent. As we noted above, pursuant to 37 CFR 8 1.655(b),
a party cannot present at final hearing a matter which is not
raised in a notion unless the party shows good cause why the
matter was not properly raised by a tinely filed prelimnary

nmotion. Bayles v. Elbe, 16 USPQ at 1391; Payet v. Swidler, 207

1 The Sterling patent is cited in the Burroughs et al. patent
specification and in the Wang et al. application disclosure.

Y This is the device illustrated in Parker, U S. Patent No.
4,737,020. See the testinony of M. Alan B. Pal ner at pages 750 and
751 of the party Wang et al.'s record (WR 750 and 751). Thus, the
assertion that the party Burroughs et al.'s clains are unpatentable
under 35 U.S.C. 8 103 over Sterling in view of the Bat Check® device
woul d be cunul ative to the assertion that the clains are unpatentable
over Sterling in view of Parker.
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USPQ at 170; and Fredkin v. lrasek, 397 F.2d at 346, 158 USPQ at

284. No such showi ng was made by the party Tuchol ski .

Accordi ngly, the Tuchol ski brief is dismssed insofar as it
raises the matter of the unpatentability of the party Burroughs
et al."s clains over Sterling in view of the prior art Bat Check®
tester.

Even if this matter were tinely raised in a prelimnary
notion, the notion would have been denied for the reasons set
forth in our opinion re: issue (1), infra.

|V

In view of the foregoing, the only issue on
patentability over prior art entitled to consideration is ground
E to the extent indicated above in Section II1.
| ssue (1

The brief urges in ground E that the party Burroughs et
al.'"s clains corresponding to the count are obvi ous under

35 U.S.C. §8 103 over Sterling, U S Patent No. 1,497,388 in view

- 20-
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of either Kiernan, U S. Patent No. 4,723,656, or Parker,® U S
Patent No. 4,747,020. As the noving party, the party Tuchol sk
has the burden of proof by a preponderance of the evidence on the

notion. Kubota v. Shibuya, 999 F.2d 517, 519 n.2, 27 USPQd

1418, 1420 n.2 (Fed. Cr. 1993) ("The term'burden of proof' as

18 The exanminer initially rejected the clains originally in

the Catal di application, which matured to the invol ved Catal di
patent, over the Parker patent and the party Cataldi et al. obtained
the allowance of its clains over this patent. TR 574 and 575. The
Par ker patent was also cited, but no rejection was made, in both the
Burroughs et al. reissue application and the Burroughs et al. patent.

-21-
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used herein, and as we understand it to be used in § 1.633, neans
the burden to establish the proposition at issue by a
preponderance of the evidence.") The basis for the proposed
unpatentability is set forth in Addendum B to the brief.

The Sterling patent teaches at page 1, lines 19 to 30,
a sinple device for readily giving the user of a dry cell an
approxi mate indication of the electrical condition of the cell at
any tinme, conprising a cell having ("attached to or, or sent
along with [line 25]") an indicating neans so that the strength
of the cell may be readily tested without the necessity of
hunting up an instrunent for the purpose. Sterling teaches two
enbodi ments. The first enbodinent is depicted in Figures 1 and 2

as foll ows: ]
- L
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As shown in Figures 1 and 2, the indicating neans

conprises a piece of paper or other carrier (5) having attached
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thereto a pair of wires (6 and 7), the adjacent ends of which
overlap and do not touch each other, |eaving a space (8) between
the wires, into which, an indicator, which will change col or when
an electric current is passed therethrough, is inpregnated and
dried. The preferred indicator is phenol phthalein. The wires (6
and 7) have clips (9 and 10) attached thereto for engagenent with
t he bi nding posts (11 and 12) of the cell (13).

To test the strength of the battery, the user nust
attach both clips to the binding posts of the cell and noisten
the indicator regi on where the phenol phthalein is present. Then,
current will pass through the noi stened spot and cause the
i ndicator to change color. The battery condition is determ ned
by conparing the color at the noistened section with the colors
on color chart (15) printed on carrier (6).

The second enbodinent is depicted in Figures 3 and 4 as

foll ows:

-24-
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In this enbodinent, a first piece of L-shaped sheet
metal (23) is tightly fitted in a slot in the carbon el ectrode
(21) such that its upper end protrudes through pitch seal (22)
and i s exposed at the outer surface of that pitch seal. A second
L- shaped piece of sheet netal (24) is attached to the interior of
the zinc can and extends out of the cell through the pitch seal
(22) adjacent to, but out of contact with, the first piece (23).
The exposed edges of the sheet netal pieces (23 and 24) define a
space (25) analogous to the space (8) in the first enbodi nent.
The carrier for the indicator is shown at 26 and is attached to
the carbon electrode by a fastener (27). The carrier has a col or
chart (28) and an interpretative chart (29) printed on its
surface. The part of the carrier that overlies space (25) is
i npregnated with an indicator such as phenol phthalein. To test
the cell, the phenol phthal ein inpregnated spot (26) is noistened
and pressed down onto the exposed edges of elenments (23 and 24).
The spot changes color in response to the magnitude of the
battery voltage and a conparable color is selected fromchart
(28) and interpreted at chart (29).

Sterling fails as an anticipation of the clained
invention of the party Burroughs et al. in that Sterling does not

di scl ose the particular indicating device or the particul ar
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switch neans of the party Burroughs et al.'s clains. The
secondary references, Kiernan and Parker '020, disclose

i ndicating devices simlar to those clainmed by the party
Burroughs et al.

The party Tuchol ski urges that it would have been
obvious to one of ordinary skill in this art to substitute the
t hernochromi c tester of Kiernan or Parker '020 for the
el ectrochromc tester of Sterling, thus rendering the party
Burroughs et al.'s clainms obvious. |In this regard, the party
Tuchol ski relies upon the testinony of Dr. Liu, its expert
W tness, who testified at TR 154 to 158 that the suggestion for
this substitution is found in the Sterling patent which shows the
conbi nation of a battery and a capacity determ ning voltage
sensor. In addition, the party Tuchol ski relies upon the
testinmony of Dr. Barnett, the party Wang et al.'s expert, who
testified at WR 882 to 883 that the notivation to conbi ne
Sterling and Kiernan is provided by Sterling s teaching that
i ndi cators ot her than phenol pht hal ein may be used.

pinion re: Issue (1)

The party Tuchol ski has not sustained its burden to
show that the party Burroughs et al.'s clains are obvi ous over

Sterling in view of either Kiernan or Parker '020.
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Sterling contenplates the use of any chem cal which can
be inpregnated into the space (8) and which will change col or
when a current is passed therethrough. Consequently, we agree
with the party Burroughs et al. that there is no notivation or
suggestion in Sterling to utilize any indicating device other
than the chem cal type disclosed therein. W also agree with the
party Burroughs et al. that even if it were suggested to conbi ne
Sterling with Kiernan or Parker '020, which it is not, then the
conbi ned references woul d not disclose any switch neans.

The experts (Messrs. Alan Pal mer and Barnett testifying
on behalf of the party Wang et al., and M. Chung-Chiun Liu
testifying on behalf of the party Tuchol ski) testified that the
Sterling patent does not disclose or suggest the use of a swtch,
i.e., clips 9 and 10 of Figures 1 and 2 do not act as a switch
when attached to the battery posts 11 and 12 and t he enbodi nent
of Figures 3 and 4 is not a typical switch. WR 1468 to 1470,
1480 and 1481; TR 2179 to 2182, 2185, 2186, 2585 to 2586.

Assuming that it would have been obvi ous or sonehow
suggested to add a switch nmeans to the conbined references, we
agree with the party Burroughs et al. that the switch nmeans of
i ndependent clains 1, 24 and 44 and those dependent thereon,

means for formng a switch as required by independent clains 16,
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20, 33, 37, 50 and 51 and those dependent thereon, electrical
switch neans as required by independent clainms 24 and 44 and

t hose dependent thereon nust be those sw tches (nenbrane)
described in the Burroughs et al. specification or equivalents

thereof. See In re Donaldson, 16 F.3d 1189, 1193, 29 USPQd

1845, 1848 (Fed. Cr. 1994), where the Court stated with respect
to 35 U S.C. § 112, paragraph 6:
The pl ai n and unanbi guous neani ng of

par agraph six is that one construi ng neans-pl us-

function |l anguage in a claimnmnust | ook to the

specification and interpret that |anguage in |ight of

t he corresponding structure, material, or acts

descri bed therein, and equivalents thereof, to the

extent that the specification provides such

di scl osure.
However, we do not agree with Burroughs et al. that clains 13 and
30 and those dependent thereon are necessarily limted to the use
of menbrane swi tches, because the clains do not recite electrical
switch nmeans but rather recite "electrical switch."

Further, as to all clainms it should be noted that the
Sterling, Kiernan and Parker patents were before the primary
exam ner in charge of the exam nation of the patents and reissue
applications involved in this interference and the exam ner found
that the parties' clains designated as corresponding to the count

of this interference are patentable over these patents. Nowhere
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does the party Tuchol ski explain why the exam ner's actions in
allowing the parties' clainms over the references is in error.

Clearly, such a showi ng shoul d have been made. Cf. Brown v.

Bravet, 25 USPQ2d 1147, 1150 (Bd. Pat. App. & Int 1992).
Accordingly, we hold that the party Tuchol ski has not

sustained its burden to denonstrate a prinma facie case for

obvi ousness of the involved Burroughs et al. clains. Therefore,
we need not eval uate the secondary considerations (long felt need

and commerci al success).
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| ssues (5 and 6)

As we noted above (see Issue 1, Prelimnary Matters,
Section |), any issue of patentability of the parties' clains
over prior art wll only be considered insofar as it relates to
the clains of the party Burroughs et al. Accordingly, the
m scel | aneous and prelimnary notions are dism ssed insofar as
they urge that the clains of the parties Wang et al. and Catal di
et al. are unpatentable over prior art.

The m scel | aneous notion (Paper No. 665) requests that
t he bel at edness of the second prelimnary notion for judgnment be
excused, since the prelimnary notion could not have been filed
earlier. It is urged that the evidence in support of the notion
was not available until the cross-exam nation of Dr. David O
Feder was taken. During cross, Dr. Feder testified that if the
Bat Check® devi ce were on a piece of paper, then the Bat Check®
woul d be "a label with an integral battery tester.” The notion
states that at that tinme, counsel for the party Tuchol ski evinced
that the commercially avail abl e Bat Check® device (TX 1 and
Tuchol ski's Cross Exhibit 47A (TCX 47A)) "neets all the
[imtations of the count” and recognized at that tinme that the
Bat Check® devi ce antici pated many of the clains corresponding to

the count. The mi scell aneous notion is denied.
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W agree with the party Burroughs et al.'s opposition
that the party Tuchol ski had sufficient evidence available to it
several nonths prior to the time of cross-exam nation which
showed that the Bat Check® was a | abel with an integral battery
tester. See the declarations submtted by the party Tuchol sk
under 37 CFR 8 1.672(b). Wether or not an adm ssion was made by
Dr. Feder is of no | egal consequence against the party Burroughs
et al., since Dr. Feder was a witness for the party Catal di et
al. An adm ssion, if nade, by Dr. Feder would be binding upon
the party Cataldi et al. and not on the party Burroughs et al.
See Fed. R Evid. 801(d)(2).

Even if the notion were considered to have been tinely
filed, the notion would have been denied. As we noted above, the
Bat Check® device is identical to the device disclosed in Parker
'020. The notion urges that the Bat Check® device antici pates
Burroughs et al.'s |abel clains 16, 18, 20, 22 to 24, 26, 28, 29,
33, 35 to 37, 39, 41, 42, 44, 46 and 48 to 50. Anticipation
requires that all the elenents of the clained invention be

described in a single reference. |In re Spada, 911 F. 2d at 708,

15 USPQ at 1657. Since the Bat Check® device, which is equival ent
to the Parker '020, does not contain a switch, it cannot

anticipate the foregoing clainms. Nor would the Bat Check® in
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conbination with Kiernan and Sterling render prinma facie obvious

the Burroughs et al. clains 1 to 11, 13 to 16, 28 to 20, 22 to
37, 39 to 57 because the conbined references fail to disclose or
suggest the use of any switch or the particular switch neans
utilized by the party Burroughs et al.

Unpatentability of the Party Burroughs et al.'s

Clainms under 35 U.S.C. 8 112--1ssue (2)

The party Tuchol ski's brief urges that the senior party
Burroughs et al.'s clains corresponding to the count are
unpat entable under 35 U. S.C. 8 112, first paragraph, for failure
of the Burroughs et al. specification to contain a witten
description for the thermal insulation [imtation of the clains.
Pages 97 and 98 of the opening brief break the clains
into the foll ow ng categories.
A Cainms 33, 35 to 37, 39, 40 and 43 to 49 recite
sufficient thermal insulation neans under one of its
surfaces to overcone heat sinking when the voltneter
is in contact with a battery having an electrically
conducti ng housi ng

B. Cdains 13 to 15 recite

a portion of a seal ed chanber, cell or bubbl e bel ow
one of its [the conductive |ayer's] surfaces

C. Clains 16 to 23 recite

sufficient non-conducting nmeans under one of its [the
conductive layer's] surfaces to permt the heat
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generated by the conductive |layer to change the col or
of the tenperature sensitive color indicator materi al
and indicate voltage when the voltage indicator is in
contact with a battery housing

D. Cains 24 to 29 recite

means between the conductive | ayer and the battery
housing to permt the heat generated by the
conductive layer to change the color of the
tenperature sensitive color indicator nmaterial when
the voltage indicator is in contact with a battery
housi ng

E. ains 30 to 32, 41 and 42 recite

an air pocket under one of its [the conductive
| ayer's] surfaces

F. daimb50 recites

coupling nmeans to permt the heat generated by the
conductive layer to change the color of the
tenperature sensitive color indicator material when
the voltage indicator is in contact with a battery
housi ng
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G daimb1l recites

means to transfer sufficient heat generated by the
conductive layer to the tenperature sensitive color
indicator material...when the voltage indicator is in
contact with a battery housi ng.

The party Tuchol ski's position

It is the party Tuchol ski's position that the Burroughs
et al. specification as originally filed does not reasonably
convey to the artisan that Burroughs et al. recognized the “heat
si nki ng” probl em whi ch occurs when a voltage indicator is in
contact with a battery having an electrically conducting housi ng,
and that the specification does not have express support for, or
i nherently disclose, "thermal insulating nmeans" or equival ents
thereof. Wile the Burroughs et al. specification discloses the
use of nonconductive materials, it is the party Tuchol ski's
position that the specification neant that these materials are
el ectrically nonconductive and not thermally nonconductive. The
party Tuchol ski argues that there is no recognition in the
Burroughs et al. specification of thermally nonconductive
materials or that such materials would solve the heat sinking
problem and that the specification contains no exanples of
thermal insul ators.

The Burroughs et al. specification
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The Burroughs et al. specification, colum 4, lines 21
to lines 38, discloses the follow ng enbodi nent:

I n anot her enbodi nent of the present
invention, the battery-strength indicator neans
conpri ses:

(a) a first nonconductive | ayer;

(b) a second nonconductive | ayer attached
to the first nonconductive |ayer, a portion of said
first and second nonconductive |ayers formng a
chanber therebetween,;

(c) a conductive | ayer sandw ched between
said first and second nonconductive |ayers, the
conductive | ayer reduced to a snall cross-sectional
area in the chanber; and

(d) a heat sensitive color-indicating
material in said sealed chanber that is adapted to
undergo a col or change when its tenperture [sic]
exceeds or crosses a predeterm ned val ue, said
conductive layer in the chanber rising to a
predeterm ned tenperture [sic] when the voltage of
the current flow ng therethrough exceeds a
pr edet erm ned val ue.

Figure 10 of the Burroughs et al. patent is as follows:

T\ X
w0’ 68 70 64

FlG. 10
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Concerning Figure 10, the Burroughs et al.
specification, columm 8, line 26 to columm 9, |line 3, reads as
fol | ows:

Anot her enbodi nent of the battery-strength
indi cator device of the present invention is shown in
FIG 10. The indicator device 10D is a strip like
device having first and second superinposed | ayers 30
and 32 which are attached together in the sane manner
as strips 30 and 32 in FIG 3. At |least one of the
strips is transparent. Conductive |layers 64 are
sandwi ched between the first and second | ayers. The
conductive layer is reduced to a small cross-section
65 in the indicator zone 66. Wthin the indicator
zone, the conductive layer is covered with a small
anount of a pyrotechnic chenmical 68 sensitive to
heat. Surrounding the pyrotechnic chemcal is a
color indicating, heat-sensitive material 70 which
w il undergo a visible color change, either pernanent
or tenporary, when the material is heated to at |east
a predeterm ned tenperature. This battery-strength
i ndi cat or device is a one-shot device; the
pyrotechnic chemcal wll only deconpose or react
once. The pyrotechnic chem cal undergoes rapid
deconposition when it is heated to a predeterm ned
tenperature. The resistance of the conductive |ayer
in the reduced cross-sectional area 5 is selected
such that current flow at a m ni mum predeterm ned
vol tage through the conductive layer will raise the
area to a predeterm ned tenperature which will cause
the pyrotechnic chemcally to deconpose or otherw se
react. The pyrotechnic chemcal in turn wll raise
the tenperature of the color-indicating, heat
sensitive material to the predeterm ned tenperature
for color change. [Enphasis added.]
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Al t hough the indicator device of FIG 10D
is showmm with a color-indicating, heat-sensitive
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material, the device can also be fabricated with the
pyrot echni ¢ chem cal al one, thereby causing a slight
charring to the strip which is noticeable. One of
the strips can also be nade of a material that is
sensitive to tenperature and will undergo a visible
change when the tenperature exceeds a predeterm ned
value. Alteratively, the device can be fabricated

w thout the pyrotechnic chemcal, relying on the
color-indicating, heat-sensitive material alone to
indicate whether the battery has a predeterni ned

m ni mal _voltage output. If the color indicating,

heat -sensitive naterial undergoes a non-pernanent
col or change when exposed to a predeterm ned

t enperature, then the battery-strength indicator
device of FIG 10D can be used repeatedly to
determne if the output voltage of the battery neets
a predeterm ned voltage level. [Enphasis added.]

The Party Burroughs et al.’'s Position

The party Burroughs et al. urges that its specification
contains a sufficient witten description for the limtation in
guestion, "thermal insulating," and equival ents thereof and
relies upon the testinony of Dr. Powers, an expert w tness for
the party Burroughs et al. Dr. Powers testified as foll ows at
BR 32 to 39:

16. | have reviewed in particular the enbodi -
ment of the battery strength indicator shown in Fig.
10 of the Burroughs '544 patent and described in the
specification in colum 4, lines 21-38 and colum 8,
line 26 through colum 9, line 3. As described
therein, first and second nonconductive strips or
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| ayers 30 and 32 are applied to the side of the
battery housing as in Fig. 2. Sandw ched between the
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nonconductive layers is a conductive |ayer 64 which
has a reduced cross sectional area 65 in a sealed
chanber or indicator zone 66. In contact with the
conductive layer is either a color indicating heat
sensitive material 70, a pyrotechnic chem cal 68, or
the color indicating heat sensitive material in

conbi nation with the pyrotechnic chemcal. Wen this
enbodi ment of the battery strength indicator is

el ectrically connected across the termnals of the
battery, current flows through the conductive |ayer
64. Because the conductive layer is reduced to a
smal | cross section 65 in the indicator zone 66, the
resi stance of which is selected such that current
flow at a m ni mum predeterm ned voltage wll raise
the area 65 to a predeterm ned tenperature, the heat
generated by the conductive |ayer raises the tenper-
ature of the color indicating heat sensitive materi al
to a predeterm ned tenperature for color change to
indicate the voltage or strength of the battery.

17. The insulative or nonconductive |ayers
described in the Burroughs '544 patent are present to
shi el d conponents of the strength indicator which
transmt heat and/or electricity, and are indicated
as doing so. For exanple, in the indicator device
10D shown in Fig. 10, nonconductive |layers 30 and 32
(attached to the side of the battery housing)
surround the "col or indicating, heat sensitive
mat eri al 70 whi ch undergoes a visible color change
when the material is heated to at least a
predeterm ned tenperature” (colum 8, lines 37-41).
In order for this enbodi nent to be operabl e when
applied to the side of a dry cell battery, the
construction of the battery strength indicator,

i ncludi ng the nonconductive |ayers, nust be such to
permt sufficient heat generated by the reduced cross
section conductive area 65 to flowto the col or
indicator material to cause a col or change. Heat
generated by the reduced section conductive area 65
is within the seal ed chanber or zone 66 adjacent to
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nonconductive layers 30 and 32, and will naturally
desire to flowin all directions fromreduced cross
sectional conductive area 65, unless sonmehow
constrained. In this instance, the clear function of
nonconductive layers 30 and 32 is with regard to heat
flow to ensure that the heat generated by the reduced
conductive layer 65 is able to raise the tenperature
of the color indicating, heat sensitive material 70.
The only way this can be acconplished is if layers 30
and 32 are thermally nonconductive. It would be
illogical for anyone of ordinary skill in this art to
understand that "nonconductive' |layers 30 and 32 are
sonehow thermal | y conductive, since this would cause
heat to flow away from col or indicating, heat
sensitive material 70 and would not permt naterial
70 to receive heat to undergo a visible col or change
to indicate the remaining strength of the battery, as
is described. Likewse, in order for the current to
be able to flow through conductive | ayer 64,
"nonconductive” |ayers 30 and 32 nust al so be

el ectrically nonconductive, or else the device would
short circuit.

18. Additionally, the portion of the chanber,
cell or bubble below the conductive |ayer and the air
pocket (see Sections I.A and |I.F.) are inherently
thermal insulative and independently provi de adequate
support to provi de adequate support for the thermnal
insulation [imtation. As such, it is the natural
result of such construction that the nonconductive
| ayer (30 or 32) adjacent to the battery housing,
along with any portion of the seal ed chanber or zone
66 beneath the conductive area 65, has both
sufficient electrical insulation to prevent short
circuiting and sufficient thermal insulation to
overcomnme heat sinking when the battery strength
indicator is in contact wwth the battery housing.

The reference to repeated use of this enbodi nent of
the battery strength indicator at colum 9, lined 1-3
al so requires that heat sinking to the battery
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housi ng be overcone by the thermal insulation beneath

the conductive area 65 of |ayer 64.

19. In connection with the battery housing, dry

cell batteries of the type shown in Fig. 2 of

Burroughs et al. patent and described el sewhere as

nonr echargeabl e al kali ne batteries (colum 11,

42) or zinc-carbon batteries (colum 12, |ine 63) al
have el ectrically conductive housings. In a case of
al kaline dry cells, the side of the housing is part

of the cat hode. In the case of zinc-carbon

batteries, the side of the housing is part of the
anode. Thus, | believe that the Burroughs '544

patent inherently discloses that the dry cel
housing is electrically conductive.

battery

20. Fig. P- 1 belowis a side elevational

of a thermal and el ectrical nodel of the heat

sensitive battery strength indicator enbodi nent shown

COLOR INDICATING, HEAT
NONCONDUCTIVE LAYER 32 (OR 30) SENSITIVE MATERIAL 70
CONDUCTIVE SMALL
CROSS SECTIONAL AREA 65 CONDUCTIVE LAYER &4
(. L :f: »
+ +'2 o
L] ] L

— — ! —
Current Flow Heat Flow l Current Flow
[ R W
NONCONDUCTIVE LAYER 30 (OR 32)

CHAMBER ZONE
OR CELL 68

ALKALINE OR ZINC CARBON
DRY CELL BATTERY 18

FIG P-1

{Reference numerals and feature designations
verbatim from Burroughs’ '544 patent)
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in Fig. 10 of the '544 patent. Wile Fig. P-1 does not
appear in the ‘544 patent as such, it is based entirely
on the disclosure of the Burroughs ‘544 patent, and is
intended to show the relative positions of the various
conponents and the actual flow of heat and current as
described in the patent.

The rel ative positions of the features of Fig.
P-1 are supported by the '544 patent specification as
follows, wth the feature nunbers shown bold in
brackets corresponding to those shown in Fig. 10.
Specifically, at colum 4, lines 21-38, the
speci fication states:

the battery strength indicator means
conprises: (a) a first nonconductive | ayer
[30]; (b) a second nonconductive | ayer [32]
attached to the first nonconductive |ayer, a
portion of the first and second nonconductive
| ayers form ng a chanber [66] therebetween
(c) a conductive |layer [64] sandw ched
between said first and second nonconductive

| ayers, the conductive layer reduced to a
smal | cross-sectional area [65] in the
chanber; and (d) a heat sensitive col or
indicating material [70] in said seal ed
chanber that is adapted to undergo a col or
change when its tenperature exceeds or
crosses a predeterm ned val ue, said
conductive |ayer in the chanber rising to a
predeterm ned tenperature when the voltage of
the current flow ng therethrough exceeds a

pr edet erm ned val ue.

The battery strength indicator is attached to the
side of a dry cell battery [18] in accordance with
Fig. 2 and the disclosure at colum 6, lines 15-
29. The housings of both the nonrechargeabl e

al kal i ne and zinc-carbon dry cell batteries
disclosed in the '544 patent at colum 11, line 42
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and colum 12, line 63 are electrically
conductive. The heat sensitive col or
indicating material [70] is above the
conductive | ayer reduced area in the seal ed
chanber in accordance with the top plan view
shown in Fig. 10. Pyrotechnic chemcal 68 is
not shown in accordance with the alternate
enbodi nent di scl osed at columm 8, |ines 62-
66. The current and heat flow as shown in
Fig. P-1 above are disclosed at colum 8§,

i nes 45-54 and 62-66.

21. In ny opinion, the current and heat flow
nodel shown in Fig. P-1 is the necessary and only
reasonabl e construction which one of ordinary skill in

the battery art would give to this enbodi nent of the
strength or voltage indicator disclosed in the
Burroughs '544 patent. As | believe would be

recogni zed by one of ordinary skill in the battery art,
nonconductive |layers 30 and 32 woul d be inherently
recogni zed as having both sufficient thernal
nonconductivity and sufficient electrical
nonconductivity to permt the heat and current flowto
make the device operable, since the absence of either
woul d make the device inoperable. Further, in ny
opinion, the natural result flowng fromthis

enbodi ment of the strength or voltage indicator

di scl osed in the Burroughs '544 patent, which one of
ordinary skill in the battery art would recognize, is
that the conductive |ayer has sufficient thernal

i nsul ati ng neans under its surface to overcone heat

si nki ng when the device is in contact wth an
electrically conductive portion of the battery housing.

22. Consistent with the above, nowhere in the
Burroughs '544 patent is the term "nonconductive |ayer"
specifically limted to electrically nonconductive
materials, nor is it disclosed as being thermally
conductive. It is nmy opinion that a person of ordinary
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skill in the art pertaining to battery design and
construction, when readi ng the Burroughs '544 patent,
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woul d understand that, at |east in connection with the
enbodi ment of the battery strength indicator depicted
in Fig. 10, the term “nonconductive |layer” refers to
both thermally and el ectrically nonconductive. This
woul d be inherently understood because of the fact that
both controlled heat flow and controlled current flow
are discussed. For the strength indicator to operate
as described, one would require thermal insulation in
order for the heat fromthe reduced section area 65 to
flowto the heat sensitive material 70, as well as

el ectrical insulation in order to prevent the current
fl ow ng through conductive | ayer 64 and reduced section
65 to short circuit against the battery housing.

23. In sone specific instances described in the
Burroughs ' 544 patent, the nonconductive |ayers are
described with regard to their electrically
nonconductive function. For exanple, in the indicator
devi ce 10F shown in Fig. 15, nonconductive layer 30 is
described as having a "high dielectric constant” so as
to be able to control the electric field generated
across cell 12 by electrodes 62a and 62b. In ny
opi nion, this does not contradict the inherent and
explicit disclosure of the capabilities of the
nonconductive |layers 30 and 32 in controlling heat flow
in connection with the Fig. 10 enbodi nent, but nerely
makes reference to their concurrent dielectric
properties in the Fig. 15 enbodi nent.

24. My opinion is supported by the various
dictionaries that | have consulted, including the
Dictionary of Physics, which define the term
“conductor” or “conductive” as including both thernal
conductivity and electrical conductivity. As such, the
opposi te term "nonconducti ve” woul d necessarily
enconpass both thermal insulation and el ectrical
insul ation properties, unless specifically limted to
one or the other. M opinion of the nature and
under st andi ng of the term “nonconductive” in connection
with layers 30 and 32 is supported by nmy experience
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fol |l ow ng
heat sensi

testified

that the vast mpjority of nonconductive materials

di splay both thermal and el ectrical insulating
properties. It is my opinion that a person having
ordinary skill in the art relating to battery design
and construction would necessarily select a
nonconductive material which would have both thernal
insulating and el ectrical insulating properties,

w t hout undue experinentation. | am aware of one
exception, dianond, which is a good el ectrical
nonconduct or while al so being a good thermal conductor.
| believe that it would be illogical, if not absurd,

t hat anyone of ordinary skill in the art reading the
'544 patent woul d sonehow understand that the
nonconductive | ayers, attached to a disposable battery,
woul d be constructed of dianond, so as to be thermally
conductive and electrically insulative.

The party Burroughs et al. also relies upon the
testinony of Dr. Powers with respect to attaching a
tive or voltage indicator to a battery. Dr. Powers
at BR 63 to 64 as follows:

75. To determ ne whether one of ordinary skil
in the art could nmake and use a heat sensitive
strength or voltage indicator based on the disclosure
of the Burroughs '544 patent, | attached a
commercially avail abl e heat sensitive strip type
tester of the type disclosed in the aforenentioned
Parker, U S. Patent No. 4,737,020 and Kiernan et al.
U S. Patent No., 723,656 to the types of batteries
described in the '544 patent (colum 12, lines
18-22). Specifically, | obtained a D size Eveready
zinc-carbon dry cell battery having the conventi onal
| abel on the side over the electrically conductive
metal housing and affixed to it a Battery Checker
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X-2001 strip tester nade by Toshi ba Battery Co.,
shown as Exhibit C. The Toshiba strip tester has a
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conductive layer with a reduced cross-sectional area
to generate heat and, over it, a heat sensitive,
color indicating material which changes col or when it
reaches a predeterm ned tenperature due to heat flow
fromthe conductive | ayer reduced cross-sectional
area. Below the conductive |ayer there appears to be
a thin nonconductive |ayer of ink or paint of |ess
than 0.5 m| thickness. The strip tester was
attached to the side of the Eveready battery by tape
applied at the edges, with no gap apparent between
the side of the battery and the strip tester. | then
el ectrically connected the ends of the strip tester
across the termnals of the battery and observed that
heat generated by the conductive | ayer reduced cross-
sectional area caused the heat sensitive color
indicating material to change color to indicate the
strength of the battery. The device was operable as
attached to the side of the battery w thout any
speci al precautions taken to provide thermal

i nsul ation or otherw se prevent heat sinking to the
battery housing.

76. | repeated the experinent by substituting
Energi zer al kaline and Duracell alkaline dry cells
forthe Eveready battery as descri bed above.
received simlar results, indicating operability
of t he device wi thout any special precautions taken to
provide thermal insulation or otherw se prevent heat
sinking to the battery housing.

77. Accordingly, | believe that one of ordinary
skill in the battery art would be able to nake and
use the invention described by the Burroughs reissue
claims. | further believe that the invention is

adequately di scl osed and supported in the Burroughs

' 544 patent and conveys with reasonable clarity to
one skilled in this art that Burroughs et al. were in
possessi on of the heat sensitive indicator enbodi ment
descri bed therein.
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In addition, the party Burroughs et al. relies upon the
follow ng testinony by w tnesses associated with the opposing
parties.

Dr. Alan Sal kind, one of Cataldi’s witnesses called by
the party Wang et al., testified that he presuned that the
nonconductive layer is both thermally nonconductive as well as
el ectrically nonconductive. BR 2903. Dr. Feder, an expert
testifying on behalf of the party Cataldi et al., testified with
respect to Burroughs et al. Exhibit 5 (BX 5), which is directly
anal ogous to the thermal battery strength indicator described in
the Burroughs et al. patent, that nonconductive would normally
mean either electrically or thermally nonconductive. BR 3938 to
3939.

M. Patrick D. Hein, a wtness for the party Caltaldi
et al., testified on the operativeness of the Burroughs
et al. specification. M. Hein testified that he tested
materials and found that group Ill materials (ten thin synthetic

polymeric films having thicknesses ranging fromO0.001 to 0.005
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i nches) had severe heat sinking problenms. CR 1077, 1078, 1080
and 1081.

Wth respect to the heat sinking problemin the context
of this interference, M. Hein testified at CR 1143 that
heat si nking creates difficulties, i.e., it decreases the observed
tenperature profile on the battery tester/voltneter when it is in
proximty to a battery container, thus displaying inaccurate or
incorrect readings when the tester nmechanismis activated.

M. Hein explained at CR 1194:

In the case of a fresh cell wth the tenperature
profiles that we exhibited, for an exanple, it
[the fresh cell] m ght show that it had only three
quarters of avail able power, when, in effect, it
was the fresh cell that had 100 percent avail able
power .

However, M. Hein acknow edged at CR 1195 that one could get an
accurate good/bad type reading if the tester mechani smwas
properly designed. He also testified at CR 1195 and 1196:

Q Now, within the context of the type of tester
that was applied in the batteries in your

decl aration where there is a scale, could one
conpensate by condensing the scal e of the sensor
to conpensate for sone heatsinking effects?

A. | don't understand what you nean by

conpensating the scale or condensing the scale.
Can you clarify that?
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Q If one were to reduce the scale of the sensor
so that it was neasuring |less of a difference from
the I owest |evel to the highest |evel, could such
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a reduced scal e of sensor conpensate for the
heat si nking effects that you tal k about with
regard to the second group of material s?

A If | understand the intent of your question,
you' re | ooking at condensing the scale to nake it
nmore like a -- just an on/off, good/ bad, one or

t he ot her?
Q It's going in that direction, yes.

A.  The device could be designed that way if you
so desired it to work that way. | don't think
that there's a practical use if the scale would be
condensed, but that's my opinion.

Q \Wiat are other variables that would affect the
readi ng on the thermal indicator that your [sic]
tested? For exanple, would the electrical

resi stance of the heating el enent have an effect?

A. The electrical resistance of the heating

el enment, the design of the taper of the el enent
itself creating the -- controlling the current
fl ow through the resistive -- or the conductive
el ement of the tester, that will have an effect.

The col or changi ng point of the
t hermochromc material will have an effect on the
overall design of the tester mechanism Those are
the two biggest factors in regards to the tester
mechani smitsel f.

Q WII the thickness of the insulation also have
an effect?

A. Yes.
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Qpinion re: Issue (2)

Prelimnarily, we agree with the party Burroughs et al.
that the party Tuchol ski's opening brief inproperly raises the
matters of lack of witten description with respect to the
category B and Eto Gclains. These natters are not raised in
the party Tuchol ski's underlying prelimnary notion (Paper No.

82) for judgnent. As we noted above, pursuant to 37 CFR

8 1.655(b), a party cannot present at final hearing a matter
which is not raised in a notion unless the party shows good cause
as to why the matter was not properly raised by a tinely filed

prelimnary notion. Bayles v. Elbe, 16 USPQ at 1391; Payet V.

Swidler, 207 USPQ at 170; and Fredkin v. lrasek, 397 F.2d at 346

158 USPQ at 284. No such showi ng was nmade by the party.
Accordi ngly, the Tuchol ski brief is dism ssed insofar as it
raises the matters of lack of witten description wth respect to
the category B and E to G cl ai ns.

The Burroughs et al. specification does not describe in

ipsis verbis the presence of thermal insulation as required by

clains 16 to 29, 33, 35 to 37, 39, 40 and 43 to 49. This,

however, is not necessary in order to conply with the description
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requi renment of 35 U . S.C. 8§ 112, first paragraph, In re Lukach,

442 F.2d 967, 969, 169 USPQ 795, 796 (CCPA 1971); all that is
required is that the application reasonably convey to persons
skilled in the art that, as of the filing date thereof, the

i nventor had possession of the subject matter |ater clainmed by

him Inre Edwards, 568 F.2d 1349, 1351-52, 196 USPQ 465, 467

(CCPA 1978) and In re Driscoll, 562 F.2d 1245, 1248-49, 195 USPQ

434, 437 (CCPA 1977). Each question of conpliance with § 112,
first paragraph, nust be decided on its own facts. Inre

Driscoll, 562 F.2d at 1250, 195 USPQ at 438 and Prutton v.

Fuller, 230 F.2d 459, 109 USPQ 59 (CCPA 1956).

We agree with the party Burroughs et al. that the
Burroughs et al. specification contains a sufficient witten
description within the neaning of 35 U S.C. § 112, first
par agr aph, for the category A, C, and D clains!®, which are

directed to the presence of thermal insulation.

¥ 1t is urged by the party Burroughs et al. that with respect
to its category C and D clains the neans recitation is broad and that
it 1s not necessary to nmake any finding that thermal nonconductivity
is required by these cl ains.
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As expl ained by the party Burroughs et al. on page 138
of its opposition brief (Paper No. 737) to the Tuchol ski brief,

The Burroughs '544 patent specifically
di scusses both current flow and heat flow in
connection wth the proper operation of the
enbodi ment, Figure 10. Current flows through the
conductive |layer 64 which, at its reduced cross
sectional area portion 65, generates heat which is
then transferred to the tenperature sensitive
color indicating material 70. The proper flow of
current and heat requires that it be channel ed,
that is, contained by sonme structure. Such
structure is provided by nonconductive |ayers 30
and 32, which nust inherently be electrically and
thermal | y nonconductive. That nonconductive
| ayers 30 and 32 have a dual function, to be both
thermally and el ectrically nonconductive, is
sonet hing that a person having ordinary skill in
the art would recognize. Oherw se, the device
woul d be inoperative.

We agree with the party Burroughs et al.'s position on page 140
of its opposition brief that:

The insul ative or nonconductive | ayers
described in the Burroughs' 544 patent are present to
shi el d components of the strength indicator which
transmt heat and/or electricity and are indicated as
doing so. For exanple, in the indicator device 10D
shown in Fig. 10, nonconductive |ayers 30 and 32
(attached to the side of the battery housing)
surround the "color indicating, heat sensitive
material 70 which undergoes a visible color change
when the material is heated to at |east a pre-
determ ned tenperature” (colum 8, l|lines 37-41).
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In order for this enbodi nent to be operable
when applied to the side of the dry cell battery
di scl osed in the specification and draw ngs, the
construction of the battery strength indicator,
i ncl udi ng the nonconductive |ayers, nust be such to
permt sufficient heat generated by the reduced
section conductive area 65 to flowto the col or
i ndicator material to cause a color change. Heat
generated by the reduced section conductive area 65
is wthin the seal ed chanber or zone 66 adjacent to
nonconductive |layers 30 and 32, and will naturally
desire to flowin all directions fromreduced cross
sectional conductive area 65, unless sonehow
constrained. In this instance, the clear function of
nonconductive layers 30 and 32 is with regard to heat
flow to ensure that the heat generated by the reduced
conductive layer 65 is able to raise the tenperature
of the color indicating, heat sensitive material 70.
The only way this can be acconplished is if layers 30
and 32 are thermally nonconductive. [Enphasis in the
original.]

Note that Al an Sal kind, one of the party Cataldi's w tnesses
called by the party Wang et al., testified that he presuned that
t he nonconductive layer is both thermally nonconductive as well
as electrically nonconductive. BR 2903. Dr. Feder, an expert
testifying on behalf of the party Cataldi et al., testified with
respect to BX 5 which is directly anal ogous to the thernal
battery strength indicator described in the Burroughs patent,

t hat nonconductive would normally nean either electrically or

thermal I y nonconductive BR 3938 to 3939.
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In our view, the battery strength indicator disclosed
and clained in the Burroughs et al. patent is presuned to be

operative. In re Jacobs, 318 F.2d 743, 745-46, 137 USPQ 888, 889

(CCPA 1963) and Field v. Know es, 183 F.2d 593, 600-601, 86 USPQ

373, 378-379 (CCPA 1950). Therefore, we agree with the party
Burroughs et al. that since its patent discloses and clains the
particul ar enbodi mrent of the tenperature sensitive voltage

i ndi cat or over a nonconductive |ayer attached to the side of a
battery, this enbodi nent nust be presuned to be operative, i.e.,
at | east the | ower nonconductive |layer nust inherently have
sufficient thermal insulating neans under one of [the conductive
| ayer's] surfaces to overcone heat sinking when the voltneter is
in contact wwth a battery having an electrically conducting
housi ng. Furthernore, the Burroughs et al. specificationis
sufficient to show that the natural result flowng fromthe
operation of the device of Figure 10 is to permt the heat
generated by the conductive |ayer to change the color of the

tenperature sensitive color indicator material. See Hansgirg v.

Kemmer, 102 F.2d 212, 40 USPQ 665 (CCPA 1939) and In re Reynol ds,

443 F.2d 384, 389, 170 USPQ 94, 98 (CCPA 1971). In In re
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Reynol ds, 443 F.2d 384, 389, 170 USPQ 94, 98, the court resolved
an i ssue of inherent disclosure in an anal ogous case ("neans for
preventing an abrupt change in the capacitance . . .") in favor
of an applicant by the disclosure of the drawi ng and the

know edge that "a person skilled in the art would suspect that
there was sone reason for the rel ationships shown in the draw ng
and woul d not regard such disclosure as accidental or arbitrary.”
The Reynol ds court also quoted with approval from Technicon

I nstrunents Corp. v. Coleman Instrunents, Inc., 255 F. Supp. 630,

150 USPQ 227 (N.D. Ill. 1966), aff'd 385 F.2d 391, 155 USPQ 369

(7th Gr. 1967):

By disclosing in a patent application a device
that inherently perfornms a function, operates
according to a theory, or has an advantage, a patent
appl i cant necessarily discloses that function, theory
or advantage even though he says not hi ng concerni ng
it.

In In re Snythe, 480 F.2d 1376, 1384-85, 178 USPQ 279, 285-86

(CCPA 1973), the court stated that the forgoing principle applies
to the description requirenent under 35 U . S.C. § 112.

It is also urged by the party Tuchol ski that even if
t he nonconductive | ayer disclosed by Burroughs et al.
specification is a polyner layer, it would not be sufficiently
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thermal | y nonconductive to obviate the problem of heat sinking.
However, we note that Dr. Powers performed an experinent to
determ ne the operability of a heat sensitive battery strength or
vol tage indicator on the side of a battery w thout special
precautions taken to prevent heat sinking fromthe conductive

| ayer to the conductive battery housing, using a strip tester as
described in the Parker '020 patent and Kiernan Patent. BR 63
and 64. The experinent run by Dr. Powers on behalf of the party
Burroughs et al. denonstrates that heat sinking is not a problem

As explained by the Court in Field v. Know es, 183 F.2d at 600,

86 USPQ at 378-79,

The di scl osure of an application placed
ininterference by the Patent Ofice is presuned to
be an operative disclosure, . . . and will not be
held to be inoperative unless it is established (by
the junior party by a preponderance of the
evidence, . . .) that it can not be nade to operate
for any practical or useful purpose, . . . by such
changes and alterations, short of invention, which
one skilled in the art woul d be capabl e of applying
in constructing the device with the disclosure of the
specification and the drawi ngs of the application as
his guide. [Gtations omtted.]

For the foregoing reasons, we hold that the party

Tuchol ski has failed to sustain its burden to show that the
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Burroughs et al. specification does not have an adequate witten
description for its clains 13 to 29, 33 to 40 and 43 to 51.

Abuse of Discretion--Issue (3)

| ssue 3(i)

Wth respect to Issue 3(i), the party Tuchol ski urges
that the APJ shoul d have al |l owed each party to present its
evi dence (a) supporting all its prelimnary notions, oppositions
and replies and (b) relating to priority at one final hearing and
that it is an abuse of discretion for the APJ to schedule two

final hearings, citing Espenschied v. Sykes v. Wer, 1929 Dec.

Commir Pats. 26 (1927) and Hewitt v. Weintraub v. Hewtt and

Rogers, 1907 Dec. Commir Pats. 155 (1907). These decisions hold
that in a nulti-party interference, one final hearing should be
set to hear issues of "right to make"?° and priority of invention

rather than bifurcating the interference to hear the right to

2 Prior to the adoption of the new rules, 37 CFR § 1.601 et
seq., if a party to the interference did not have the "right to nake"
its claim i.e., if the party's involved application did not contain
a witten description under 35 U.S.C. § 112, first paragraph, for its
clai mcorresponding to a count, the interference would be dissol ved
as to that count and the party would not be heard on the question of
priority. See Fildes v. WIllianson, 92 F.2d 914, 916, 35 USPQ 457,
459 (CCPA 1937).
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make question at one hearing and priority of invention at a |later
heari ng.

pinion re: Issue 3(i)

The party Tuchol ski's position is not well taken.

Wil e the Espenschied and Hewitt decisions are relevant to

interference practice over a half century ago, the practice has
changed substantially; nore issues can be reviewed at fina
hearing. The statute, 35 U S.C. §8 135(a), authorizes the Board
to consider issues of priority of inventions and patentability,
whereas prior to the 1985 anendnent of the statute, the Board
only considered priority of inventions and matters ancillary
t hereto.

During the notions period in this interference, the
parties filed 91 prelimnary and m scel | aneous notions and
requests together with associ ated oppositions, replies and

coomments. The rules in effect at the time that the Espenschied

and Hewitt decisions were rendered did not contenplate the filing
of such a vast array of notions.
Pursuant to 37 CFR 88 1.601 and 1.610(e), an APJ in

charge of an interference is authorized to determ ne a proper
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course of conduct in the interference for any situation not
specifically covered by this subpart (37 CFR 8 1.601 et seq.) in
order to secure the just, speedy, and inexpensive determ nation
of the interference. The rules, 37 CFR § 1.601 et seq., are not
designed for a nulti-party interference. The bifurcation of this
proceeding into two phases, the first final hearing to hear
questions of patentability and the second final hearing to hear
questions of priority of invention, will secure the just, speedy,
and i nexpensive determnation of this interference. Contrary to
the argunents of the party Tuchol ski, the APJ did not abuse his
di scretion by setting separate final hearings. See the footnote
in the Conm ssioner's Notice of Decenber 8, 1986, 1074 Of.
Gaz. 4, which reads as follows:

It should be recognized that the decision of the

Board followi ng the final hearing may not term nate

the interference. For exanple, if the order to show

cause resulted froman Exam ner-in-Chief's [APJ' s]

grant of a notion for judgnent, and the Board after

final hearing reversed the Exam ner-in-Chief's

[ APJ' s] decision, the case mght then proceed to the

taking of priority testinony. The Board's decision

woul d however be final with regard to the basis of
the notion for judgnent.
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Clearly, the Comm ssioner contenplated that a bifurcated
proceedi ng, one to decide patentability and the other to decide
priority of invention, mght result.

For the foregoing reasons, we hold that the party
Tuchol ski has not sustained its burden to show an abuse of
di scretion.

| ssue 3(ii)

Wth respect to issue 3(ii), the party Tuchol ski urges
that the APJ abused his discretion by not granting Tuchol ski's
request for additional discovery. The party Tuchol ski requested
addi tional discovery fromthe party Wang et al. concerning "at
| east two consuner surveys" by Duracell Inc.

On pages 7 and 8 of Interlocutory Order No. 9, dated
Cct ober 29, 1996 (Paper No. 632), the APJ denied the party

Tuchol ski's notion stating, in part, as follows:

The matter concerning which the party Tuchol sk
seeks additional discovery canme to the party
Tuchol ski's attention at |east by May 10, 1996 (the
date prelimnary statenents were opened and the Wang
af fidavit show ng under 37 CFR 1.608(b) becane
available to the party Tuchol ski). The notion at bar
was not pronptly filed after the availability of the
affidavit show ng but rather filed on Septenber 11,
1996, approximately four nonths later. Cearly under
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t hese circunstances, the notion was not seasonably
filed after the party Tuchol ski becane, or should
have becone, aware of the alleged ground of
unpatentability.

When the party Tuchol ski becane aware of the
potential 35 U . S.C. 8§ 102(b) bar, it was incunbent
upon the party to seasonably file a bel ated
prelimnary notion for judgnent. Since no bel ated
nmotion for judgment was filed, the party Tuchol ski is
not entitled to raise the issue of a possible
35 U.S.C. 8 102(b) bar at the first final hearing.
In this regard, see the Conm ssioner's Notice of
Cctober 6, 1992, 1144 OG 8, Novenber 3, 1992. See
al so daser v. Strickland, 217 USPQ 351, 354
(Bd.Pat.Int. 1981) where the party G aser was denied
addi tional discovery on an issue of inequitable
conduct because the issue was not raised by notion.

For the foregoing reasons, the Tuchol ski request
for atinme for filing notions for additional
di scovery is denied and the Tuchol ski notion for
addi tional discovery on the matter of an all eged
35 U.S.C. 8 102(b) is dism ssed as not having been
seasonably fil ed.

pinion re: Issue 3(ii)

An APJ's decision on a notion is presuned to have been
correct and the party attacking that decision has the burden of
show ng an abuse of discretion. 37 CFR § 1.655(a). An abuse of
di scretion may be found when (1) the decision is clearly
unreasonabl e, arbitrary or fanciful, (2) the decision is based on

an erroneous conclusion of law, (3) the findings are clearly
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erroneous, or (4) the record contains no evidence upon which the

APJ rationally could have based the decision. C. Abrutyn v.

G ovanniello, 15 F. 3d at 1050-51, 29 USPQ at 1617

The party Tuchol ski has not nmet its burden to show an
abuse of discretion. The APJ denied the notion for additional
di scovery for two reasons--the notion was not pronptly filed
after learning of the two consumer surveys and the party
Tuchol ski failed to file a belated prelimnary notion for
judgnent. The party Tuchol ski has not shown where these reasons
are incorrect.

If a party does not raise an issue via a prelimnary
nmotion, the party is not entitled to be heard at final hearing on

that issue. 37 CFR 8 1.655(c); Ceneral Instrunent Corp. Inc. v.

Scientific-Atlanta Inc., 995 F.2d 209, 212, 27 USPQQd 1145,

1146-47 (Fed. GCr. 1993). |If a party has not filed a prelimnary
notion raising an issue, the party is not entitled to additional

di scovery on that issue. daser v. Strickland, 217 USPQ 351, 354

(Bd. Pat. Int. 1981). The fact that the party Tuchol ski may not
have had all the facts to support a prelimnary notion for

judgnent on the alleged issue of prior public use is not a
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sufficient excuse for failing to file the nmotion. Certainly, if
the party Tuchol ski believed that additional evidence in the form
of testinony was required to support its notion, the party could
have availed itself of the provisions of 8 1.639(c) to (g) and
descri bed the nature of any proposed testinony. |If the party
Tuchol ski needed evi dence which is in possession of an opponent,
the party Tuchol ski coul d have expl ai ned the evi dence sought,

what it will show, and why it is needed. However, the party
Tuchol ski did not avail itself of these provisions.

The party Tuchol ski's reliance on Perkins v. Kwon, 886

F.2d 325, 328, 12 USPQ2d 1308, 1310 (Fed. Cr. 1989) is

m spl aced. In Perkins, 886 F.2d at 328, 12 USPQ2d at 1311, the
Court agreed with the Board "that issues of patentability and
priority that have been fully devel oped before the Board shoul d
be resolved by the Board.”" 1In this case, the issue of
patentability has not been fully devel oped, nmuch | ess properly
rai sed by the party Tuchol ski. Thus, we are under no obligation

to determ ne the issue.
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For the foregoing reasons, we hold that the party
Tuchol ski has not sustained its burden to show an abuse of
di scretion.

| ssue 3(iii)

Wth respect to issue 3(iii), the party Tuchol ski urges
that the APJ abused his discretion by permtting the senior party
Burroughs et al. to raise its "Category B" notions at the first
final hearing. The party Tuchol ski contends that raising these
notions resulted "in added expense, tinme and conplication for the
parties involved in this interference and for the Board."

In Interlocutory Order No. 8, Section VI, the APJ
acknow edged the senior party Burroughs et al.'s request to have
17 notions reviewed at the first final hearing, ordered the
senior party to categorize its notions, and stated that the
senior party would be permtted to raise at the first fina
hearing its notions which relate to the right of the junior
parties Tuchol ski and Cataldi et al. to remain in this
interference and which do not rely upon the consideration of any
affidavit evidence submtted by any party in its notion,

opposition, or reply. These notions (two) were later identified
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as "Category A" notions. O these two notions, the APJ only

aut hori zed the senior party Burroughs et al. to seek review at
the first final hearing of its notion under 37 CFR 88 1.635 and
1.662(b) and its supplenent thereto against Cataldi et al. (Paper
Nos. 425 and 553).

In response to the requirenent, the senior party
identified five categories of notions--Ato E. The category B
notions (three prelimnary notions for judgnment (Paper Nos. 91 to
93) and two m scel |l aneous notions (Paper Nos. 480 and 487)
relate to the right of the junior parties Tuchol ski and Cat al di
et al. toremain in this interference and rely upon the
consideration of affidavit evidence. The senior party requested
reconsi deration of the APJ's decision to deny the senior party
the right to rely upon the category B notions. Upon
reconsi deration, the APJ authorized the senior party to seek
review of the category B notions, since they rely upon
decl arations, which were presented in the senior party's
oppositions to the junior parties' notions. The only other
evi dence, not relied upon in the oppositions, are the

decl arations of M. Peterson which introduce certain press
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releases into the record. See Interlocutory Order No. 9, Section
| V.

Qpinion re: Issue 3(iii)

The junior party Tucholski's position on this matter is
untenabl e. The APJ has not caused added expense and conplication
to this proceeding by permtting the senior party to seek review
of its Category B notions. As the APJ noted, the senior party is
al ready relying upon all of the declarations, except the
af oresai d declarations of M. Peterson, to support the senior
party's oppositions to the junior parties' notions. Under those
ci rcunst ances, we find no abuse of discretion in the APJ's
actions. Nor did the APJ's action unduly delay or conplicate
t hi s proceedi ng.

| ssue 3(ivV)

Wth respect to item3(iv), the notion is dism ssed as
nmoot inasmuch as the party Tucholski's reply has withdrawn this
item

Retention of the Party Tuchol ski--Issue (4)

The party Tuchol ski requests that it be retained as a

party to this interference regardl ess of the outcone of the first
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final hearing in order to participate in the priority phase of
the interference. The party Tuchol ski states that it has a
vested interest in prevailing or, if that is inpossible, in
ensuring that none of the other parties receives a patent on the
subject matter at issue. The party Tuchol ski contends that if it
and the party Cataldi et al. are "prematurely elimnated" from
the interference after the first final hearing and the party Wang
et al. receives a patent without their ever having been afforded
an opportunity to contest the party Wang et al.'s 102(g)
priority, then the party Wang et al. will be in a position to
require the parties Tuchol ski and Cataldi et al. to unfairly pay
royalties and to sue themfor infringement. The request is
deni ed.

It is not unjust to elimnate a junior party froma
mul ti-party interference where that party's clains are

unpatentable to the party. See Qadri v. Chu, 18 USPQ2d 1254 ( Bd.

Pat. App. & Int. 1990), aff'd. wo neno. |In this case, the

junior party Tuchol ski has lost the priority contest vis-a-vis
the senior party Burroughs et al. and is not entitled to any of

its clainms corresponding to the count. Even if the junior party
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Wang et al. were to prove priority of invention vis-a-vis the
party Burroughs et al., that would not change the fact that the
party Tuchol ski lost the priority contest to the party Burroughs
et al. Since the party Tucholski's clains are not patentable,
the party Tuchol ski has no right to remain in this interference.

As the proceedi ng now stands, the issuance of judgnent
agai nst the party Tuchol ski is deened proper, inasmuch as we have
hel d that the party Burroughs et al.'s clains 13 to 29, 33 to 40
and 43 to 51 are not unpatentable for the reasons all eged by the
party Tucholski. Even if we held that the Burroughs et al.
claims 13 to 29, 33 to 40 and 43 to 51 were unpatentable for the
reasons all eged by the party Tuchol ski, the party Tuchol ski did
not attack the patentability of the party Burroughs et al.'s
original patent claim1l1l to 11 corresponding to the count, and
these clains would remain in the interference.

Motion to Conpel --(1ssue 7)

In the notion, the party Tuchol ski requests that we
conpel the party Burroughs et al. to produce Messrs. Janes R
Burroughs and Alan N. O Kain for exam nation upon their joint

decl aration under Rule 132, which was filed ex parte in the
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Burroughs et al. involved reissue application. According to the
nmotion, the declaration acknow edges that the exam ner rejected
cl ai m | anguage on the ground that the disclosure fails to teach
thermal insulative neans and that on the basis of this
decl aration and rel ated argunentation, the party Burroughs et al.
were deened to be a proper participant in this interference. The
notion also relies upon the APJ's Interlocutory Order No. 9 which
aut horizes a party to call an opposing party’ s declarant, who is
not relied upon by the opposing party, as a hostile w tness
pursuant to 37 CFR 8 1.671(g) and urges that the party Burroughs
et al.’s failure to produce the declarants is sanctionable.

37 CFR 8 1.671(g) requires that a notion "shal
descri be the general nature and the rel evance of the

testi nony. Since the notion to conpel does not describe
the general nature and rel evance of the requested testinony, the
notion fails to conply with the rule. Since the APJ' s
interlocutory order cannot waive the requirenments of the rule, we
decline to issue any sanction against the party Burroughs et al.

In any event, the party Tuchol ski was not unduly prejudiced since

it had the opportunity to rely upon its own experts and those of
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t he ot her opposing parties who testified on the question of the
adequacy of the Burroughs et al. specification.
For the foregoing reasons, the notion is denied.

Unpatentability of the Party Tucholski's Cains (lssue 8)

The Burroughs et al. brief requests that we decide the
Burroughs et al. prelimnary notion for judgnent under 37 CFR
8 1.633(a) that the party Tuchol ski's clains corresponding to the
count are unpatentabl e over Burroughs et al.'s involved patent.
The notion is dism ssed as noot inasnmuch as we are issuing
j udgnent against the party Tuchol ski for the failure of its
prelimnary statenment to overcone the filing of the senior party
Burroughs et al. As a result of the judgnment, the party
Tuchol ski is not entitled to its clains corresponding to the
count. Consequently, it is not necessary for us to decide
whet her the clainms are al so unpatentable over prior art.

JUDGVENT

Judgnment with respect to the subject matter of the

count in issue is hereby entered against Gary R Tuchol ski, the

junior party. Accordingly, on the present record,

-76-



| nterference No. 103, 036

the party Tucholski is not entitled to a patent containing clains

1 to 35 and 46 to 70.

STANLEY M URYNOW CZ, JR
Adm ni strative Patent Judge
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-77-



THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 802

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

CHI - CHUNG WANG, TERRY C. EI SENSM TH, CHARLES E. KI ERNAN
AND ROBERT L. M LANESE

Juni or Party, !
V.

GARY R TUCHOLSKI

Juni or Party, 22
V.

RICHARD T. CATALDI, PATRICK D. HEIN, HENRY J. HEIRI GS
AND JOHN C. LEO ( PATENT)

Juni or Party, 2

2L Application 07/730,712, filed July 16, 1991. Assignors to
Duracell International Inc.

22 Application 07/641,394, filed January 15, 1991. Assignors
to Eveready Battery Co., Inc., St. Louis, MO

2 Application 07/504,504, filed April 4, 1990, now U.S. Patent
No. 5,059, 895, issued Cctober 22, 1991. Assignors to Eastman Kodak
Co.
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RICHARD T. CATALDI, PATRICK D. HEIN, HENRY J. HEIRI GS
AND JOHN C. LEO ( REI SSUE)

Juni or Party, 2
V.
JAMES R BURROUGHS AND ALAN N. O KAI N ( PATENT)
Seni or Party, 2
JAMES R BURROUGHS AND ALAN N. O KAI'N ( RElI SSUE)

Senior Party. ?¢
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FI NAL HEARI NG MAY 29, 1997

Bef ore URYNOW CZ, RONALD H. SM TH, and SOFOCLEQUS, Admi nistrative
Pat ent Judges.

SOFOCLEQUS, Admi ni strative Patent Judge.

24 Reissue Application 07/942,973, filed Septenber 10, 1992.
Accorded Benefit of U S. Applications 07/504,504, filed April 4,
1990, and 5, 059, 895, issued October 22, 1991. Assignors to Eastman
Kodak Co.

% Application 07/308,210, filed February 8, 1989, now U.S.
Patent No. 5,015, 544, issued May 14, 1991. Assignors to Strategic
Ener gy, Ltd.

26 Rei ssue Application 07/963,915, filed Cctober 20, 1992.
Accorded Benefit of U S. Application No. 07/308,210, filed
February 8, 1989, now Patent No. 5,015, 544, issued May 14, 1991.
Assignors to Strategic Energy Ltd.
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FI NAL DECI SION W TH RESPECT TO THE PARTY CATALD ET AL.

The subject matter of this interference relates to a
battery with a strength indicator. The count of this
interference is as follows:

Count 1

A battery having a |label with an integral voltnmeter; wherein the
vol t meter conpri ses:

A) a dielectric |ayer;

B) a conductive | ayer above or below the dielectric |ayer; and
a tenperature sensitive color indicator layer in thermal contact
wi th the conductive |ayer, characterized in that 1) the
conductive layer has i) sufficient heat generating capacity to
affect a change in the tenperature sensitive color indicator
layer and ii) sufficient thermal insulating neans under one of
its surfaces to overcone heat sinking when the voltneter is in
contact with a battery having an electrically conducting housi ng
and 2) the voltnmeter includes neans for formng an el ectri cal
switch with the electrically conductive battery housing.

The party Wang et al.'s clains 22 to 24 and 43 to 63,
the party Tucholski's clains 1 to 35 and 46 to 70, the party
Cataldi et al.'s patent clains 9 to 29, the party Catal di et
al."s reissue clains 9 to 25 and 28 to 40, the party Burroughs et
al.'s patent clains 1 to 11 and the party Burroughs et al.'s
reissue clains 13 to 51 correspond to the count.

In Interlocutory Order No. 2, dated May 10, 1996 (Paper
No. 494), the Adm nistrative Patent Judge (APJ) |isted and

acknow edged the 91 prelimnary and m scel | aneous noti ons and



| nterference No. 103, 036

requests, the various oppositions, replies thereto and comment s’
to various oppositions and replies, filed by the parties. In
addition, the APJ opened prelimnary statenents and ordered their
service. At the sane tinme, the APJ placed the junior parties
Tuchol ski and Cataldi et al. under an order pursuant to 37 CFR
8§ 1.640(d)(3)2® to show cause why judgnment should not be entered
against themin view of the fact that the dates alleged in their
prelimnary statenments did not overconme the filing date of the
seni or party Burroughs et al.

The junior parties Tucholski and Cataldi et al. filed

responses to the show cause order. The purpose of this final

2 In an order, dated Decenber 12, 1994 (Paper No. 77), the APJ
in charge of the interference at that tinme authorized the parties to
file cooments in support of or in opposition to a notion directed at
anot her party.

2 This section reads, in part, as follows:

8 1.640 Motions, hearings and deci sion, redeclaration of
interference, order to show cause.

* * * * *

(d) An admnistrative patent judge nay issue an order to
show cause why judgnment should not be entered against a party when:

(3) The party is a junior party whose prelimnary

statenent fails to overcone the effective filing date of another
party.

-4-
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hearing® is to determ ne whether the junior parties Tuchol sk

and Cataldi et al. have shown sufficient cause to avoid the entry
of judgnment against them This decision addresses the issues

rai sed by the party Cataldi et al.

In its response (Paper No. 502) to the show cause
order, the party Cataldi et al. urges that a favorabl e decision
on its prelimnary notions for judgnent against the party
Burroughs et al. would vitiate the show cause order under 37 CFR
8§ 1.640(d)(3). |If the senior party Burroughs et al.'s clains are
held to be unpatentable as urged in the aforesaid prelimnary
notions, then the senior party Burroughs et al. would be renoved
fromthe interference and the interference would then proceed as
a three-party interference with the party Cataldi et al. as the
senior party. In that circunstance, the party Cataldi et al.
woul d be entitled to take priority testinony.

The party Cataldi et al. also requested final hearing
to consider its prelimnary notion nos. 1 to 4, 23, 24, 32 and
38. In Interlocutory Order No. 4, mailed July 19, 1996, the APJ
granted the request to the extent that this case woul d be set

down for final hearing to consider such matters as may be

2 The acconpanying final decisions address the issues raised by
the party Tuchol ski and by the party Wang et al.

-5-
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pertinent under 37 CFR 8 1.655, with the caveat, "[n]o other
notions wll be reviewed."

In addition, the party Cataldi et al. filed a notion
(Paper No. 503) for a testinony period to introduce evidence in
support of its prelimnary notions and its oppositions to the
other parties' prelimnary notions. The APJ granted the notion
to the extent that the party Catal di was authorized to introduce
into evidence only that evidence relied upon in its prelimnary
motion nos. 1 to 4, 23, 24, 32 and 38 (Paper Nos. 101 to 104,
123, 124, 296 and 362), in its replies (Paper Nos. 270 to 273,
292, 293, 355 and 392) and in its oppositions to any opponent's
nmoti on which would be reviewed. The APJ's order states, "[n]o
ot her evidence may be introduced.” See Section V of
Interl ocutory Order No. 4, dated July 19, 1996 (Paper No. 534)
and page 17 of Interlocutory Order No. 9, dated Cctober 29, 1996
(Paper No. 632).

The parties Wang et al., Tucholski, Cataldi et al. and
Burroughs et al. took testinony, filed records and briefs, and

appeared through counsel, at final hearing.
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| SSUES

The junior party Cataldi et al.'s opening brief?3°
rai ses the foll ow ng issues:
1. Wether we should decide notion nos. 10, 11, 17, 22, 31, 33
to 37, and 39.
2. \Whether the senior party Burroughs et al.'s patent clains 1
to 11 and reissue clainms 13 to 32, 34 to 36 and 38 to 51 should
be designated as not corresponding to the count, as urged in
notion no. 17
3. \Whether the senior party Burroughs et al.'s patent clains 1
to 11 are invalid and reissue clains 13 to 51 are unpatentable
under 35 U.S.C. 8§ 112, second paragraph, as urged in notion no.
2?
4. \Wether the senior party Burroughs et al.'s reissue clains 13
to 51 are unpatentable under 35 U.S.C. § 112, first paragraph,
for lack of adequate witten description and for being based on a
non-enabl i ng di sclosure, as urged in notion no. 3?
5. \Whether the senior party Burroughs et al.'s reissue clains 1
to 51 are unpatentable on the ground of double patenting, as

urged in notion no. 237

3% On page 156 of its main brief, the party Cataldi et al.
w t hdraws consideration of its notion no. 4 in favor of its notion
no. 32.

-7-
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6. Wiether the senior party Burroughs et al.'s reissue clains 13
to 51 are unpatentable for failure to conply with 35 U. S. C

8§ 251, as urged in notion no. 247

7. \Wether the party Cataldi et al.'s notion no. 32 to
substitute proposed count 4 should be granted?

8. If the senior party Burroughs et al.'s notion to anend its
reissue claim40 is granted, whether the party Cataldi et al.'s
noti on no. 38 shoul d be consi dered.

In Interlocutory Order No. 10, consideration of the
party Cataldi et al.'s mscell aneous notion no. 46 (Paper No.
665) against the party Burroughs et al. was deferred to final
hearing provided that the party Cataldi et al. file a paper
within five days after final hearing requesting consideration of
the matters. Review of this notion has not been sought.

The senior party Burroughs et al.'s opening brief
raises the followng issues with respect to the party Catal di et
al . :

9. \Whether the party Cataldi et al.'s reissue clains are
unpat ent abl e over prior art.

10. Whether the party Cataldi et al.'s patent clains are
unpat ent abl e over prior art.

11. Whet her judgnment should be entered agai nst the party Catal di

et al. under the provisions of 37 CFR § 1.662(b).

- 8-
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MATTERS NOT ENTI TLED TO REVI EW AT FI NAL HEARI NG
| ssue (1)

In its opening brief (Paper No. 712), the junior party
Cataldi et al. requests that we decide, either before or at the
first final hearing, its notion nos. 10, 11, 17, 22, 31, 33 to
37, and 39.

We decline to decide the aforesaid notions, since they
are not identified in Cataldi's request (Paper No. 502, filed
May 30, 1996) for final hearing. The request only seeks final
hearing to review the foll ow ng notions:

Prelimnary notion nos. 1 to 4, 23, 24, 32

and 38 (Paper Nos. 101 to 104, 123, 124, 296

and 362).

Interl ocutory Order No. 4, granting the party Cataldi et al.'s
request for final hearing, states that this case woul d be set
down for final hearing to consider such natters as may be
pertinent under 37 CFR 8§ 1.655 and that no other notions woul d be
reviewed. To now consider notions other than those specifically
identified in the party Cataldi et al.'s request for final
heari ng woul d be contrary to the order and prejudicial to the
rights of the opposing parties. |In accordance with 37 CFR

8 1.655(b), the interlocutory order is presuned to have been

correct, and the burden is upon the party, here the party Catal di

-0-
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et al., attacking the order to show an abuse of discretion. No
abuse of discretion has been shown.

Interl ocutory Order No. 10, Section IIl, defers to
final hearing consideration of seven m scel |l aneous notions and
one request for reconsideration provided that each party filing a
notion or request file a paper requesting review of the notion or
request at final hearing. This order, however, does not
authorize any party to seek review of any notions (prelimnary or
m scel | aneous) whi ch were acknow edged earlier by the APJ in any
of his prior orders, but rather authorizes each party to seek
review of the notions and the request for reconsideration
specifically identified in the Section IIl of the order.

To the extent that both the party Cataldi et al.'s
paper (Paper No. 790) filed in response to Interlocutory O der
No. 10, Section IIl and the party Cataldi et al.’s opening brief
i nclude a request for review of notion nos. 10, 11, 17, 22, 31,
33 to 37, and 39, which were not identified in Interlocutory
Order No. 10, Section Ill, the request is dism ssed as being
belatedly filed in the absence of a m scell aneous notion under

37 CFR 88 1.635 and 1.645(b) to excuse the bel at edness.

-10-
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| ssue (2)

The party Cataldi et al.'s opening brief requests that
we decide the party Cataldi et al.'s notion no. 1, which urges
that the party Burroughs et al.'s patent clains 1 to 11 and
reissue clainms 13 to 32, 34 to 36 and 38 to 51 should be
desi gnated as not corresponding to the count. The notion is
di sm ssed as being inconsistent with the position taken by the
party Cataldi et al. earlier in this proceeding.

On Decenber 30, 1992, this interference was decl ared
between the Wang et al. application and the Cataldi et al.
patent. Thereafter, the interference was redecl ared on
August 19, 1994, by addi ng the Tuchol ski application, the Cataldi
et al. reissue application and the Burroughs et al. reissue
application, the Burroughs et al. patent not being involved in
the proceeding. After the redeclaration of the interference,
counsel for the party Cataldi et al. initiated a tel ephone
conference call with both Judge Ronald H Smth, the APJ then in
charge of the interference, and counsel for the party Burroughs
et al. During the conference call, counsel for the party Cataldi
et al. requested that the Burroughs et al. patent be added to

this interference, because both the Cataldi et al. reissue

-11-
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application and patent were involved in this interference whereas
the Burroughs et al. patent was not. As a result of the
conference call, Judge Smth redeclared the interference (Paper
No. 51, mail ed Septenber 14, 1994) by adding the Burroughs et al.
pat ent .

To have the Burroughs et al. patent added to the
interference, one or nore of its clainms had to be directed to the
sane patentable invention as all the parties' clains then
corresponding to the count. At the tine of the conference call,
by requesting that the Burroughs et al. patent be added to this
interference, counsel for Cataldi et al. was representing that
the clains of the Burroughs et al. patent were directed to the
sane patentable invention as all the parties' clains then
desi gnated as corresponding to the count. Counsel for the party
Burroughs et al. did not oppose the addition of the Burroughs et
al. patent to this proceeding.

The party Cataldi et al.'s present position in its main
brief is inconsistent with its position taken during the
conference call. A party’s change in position, such as here, is
consi dered i nproper, especially where the party obtains a

judicial benefit on its previous position. Cf. Bosies v.

-12-
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Benedi ct, 27 F.3d 539, 544, 30 USPQ2d 1862, 1866 (Fed. Cr.
1994). In this case, the benefit obtained by the party Catal di
et al. is (i) to have all the Burroughs et al. patent clains
desi gnated as corresponding to the count so that if the party
Burroughs et al. loses the priority contest, the party Burroughs
et al. would lose all of its patent clains designated as
corresponding to the count and (ii) to have the opportunity to
file another prelimnary notion for judgnent, i.e., notion no.
24, a nmotion which the party Cataldi et al. seeks review of at
this hearing.

For the foregoing reasons, the party Cataldi et al.'s
nmotion no. 1 is dismssed.

MATTERS ENTI TLED TO REVI EW AT FI NAL HEARI NG

Patentability of the Party Burroughs et al.'s

Clains (lssues 3 to 6 and 8)

| ssues (3 and 8)

The party Cataldi et al.'s opening brief requests that
(i) we decide the party Cataldi et al.'s nmotion nos. 2 and 38%

whi ch urge that the party Burroughs et al.'s patent clains 1 to

3. In response to the notion no. 2, the party Burroughs et al
filed an anendnment. Since we entered the anendnent, we will consider
nmotion no. 38 which concerns the patentability of reissue claim40.

-13-



| nterference No. 103, 036

11 are invalid and reissue clainms 13 to 51 are unpatentabl e under
35 U.S.C. 8§ 112, second paragraph.

In response to the notion no. 2, the party Burroughs et
al. filed an opposition and an anendnent*? canceling clains 17,
21, 34 and 38, anending clains 18 and 19 to depend from cl aim 16,
anending claim22 to depend fromclaim20, anending claim23 to
depend fromclaim 16, anending clains 35 and 36 to depend from
claim 33, anending claim39 to depend fromclaim37, and anendi ng
claims 40 and 43 to depend fromclaim37. By canceling and
amendi ng the clains, the party Burroughs et al. is acquiescing to
t he grounds of unpatentability raised agai nst these cl ai ns.
Accordingly, to sinplify the matters for consideration, the
Burroughs et al. anendnent is entered and the APJ is directed to
redeclare this interference to reflect the anendnent of the
Burroughs et al. clains. Thus, we wll consider the notion as it
relates to patent clains 1 to 11 and reissue clains 13 to 16, 18
to 20, 22 to 33, 35 to 37 and 39 to 51.

As the noving party, the party Cataldi et al. has the

burden of proof by a preponderance of the evidence on the notion.

32 Thi s anmendnent was presented in the Burroughs et al. reissue
application and is referred to in the party Burroughs et al.'s
oppositions to notion nos. 2 and 3.

- 14-
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Kubota v. Shi buya, 999 F.2d 517, 519 n.2, 27 USPQ2d 1418, 1420

n.2 (Fed. Cr. 1993) ("The term'burden of proof' as used herein,
and as we understand it to be used in 8 1.633, neans the burden
to establish the proposition at issue by a preponderance of the
evidence.") The burden upon the party Cataldi et al. is the sane
as that upon an exam ner who rejects a claimunder 35 U S. C

8§ 112, second paragraph, i.e., to establish that one of ordinary
skill in the pertinent art, when reading the clainms in |ight of

t he supporting specification, would not have been able to
ascertain with a reasonabl e degree of precision and particularity
the particular area set out and circunscribed by the clains. |In
re More, 439 F.2d 1232, 1235, 169 USPQ 236, 238 (CCPA 1971). In
re Hamrack, 427 F.2d 1378, 1382, 166 USPQ 204, 208 (CCPA 1970)
(The purpose of 35 U . S.C. 8§ 112, second paragraph is to provide

t hose who woul d endeavor, in future enterprise, to approach the
area circunscribed by the clains of a patent, with the adequate
noti ce demanded by due process of |law, so that they nay nore
readily and accurately determ ne the boundaries of protection

i nvol ved and eval uate the possibility of infringenent and

dom nance).
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We have reviewed the Burroughs et al. clainms in |ight
of the argunents raised by the party Cataldi et al. W agree

with the party Burroughs et al. that nost of the objections are

"nit-picking." For exanple, claiml recites "[a] battery having
a battery strength indicating neans . . .conprising a
battery . . . ." The party Cataldi et al. urges that this claim

is indefinite and makes no sense because it recites "that a

battery conprises a battery.” W agree with the party Burroughs
et al. that one skilled in the art would be able to ascertain the
metes and bounds of claiml1l with a reasonabl e degree of
certainty. Qher objections to nost of the remaining clains are
of a simlar vein and we will not repeat them

The party Cataldi et al. also urges that clains 35 and
36, which depend upon claim 33, and claim40, which depends upon
claim37, are indefinite for [ack of antecedent support. Caim
35 and 36 recite "the tenperature insulating neans" of claim 33,
whereas claim33 recites "a thermal insulating neans.” Caim40
recites "the dielectric substrate"” of claim37, whereas claim 37
recites "a dielectric layer." In our view, the term tenperature

i nsul ati ng nmeans, finds reasonabl e antecedent support in the

previously recited thermal insulating nmeans of claim33. Like-
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Wi se, the termdielectric substrate of claim40 finds reasonable
antecedent basis in the previously recited dielectric |ayer of
claim37. In our view, the scope of these clainms would be
reasonably ascertainable by those skilled in the art. C. Ex

parte Porter, 25 USPQ2d 1144, 1146 (Bd. Pat. App. & Int. 1992).

We agree with the party Cataldi et al. that the
Burroughs et al. claim31 is indefinite for |ack of antecedent
support. Claim31 recites "the insulating neans"” of claim 30,
whereas claim 302 recites "an air pocket." Since insulating
means is a broader termthan air pocket, the term air pocket,
woul d not provide proper antecedent support for the term
i nsul ati ng neans, of claim31l. W also agree with the party
Cataldi et al. that claim50 is indefinite because the term
"coupling neans” is not defined in the Burroughs et al.
specification. The specification does not show any structure for

the coupling nmeans. W do not agree with the party Burroughs et

% daim30 contains an obvious nisspelling of the word "affect,"
whi ch can be corrected upon the resunption of ex parte prosecution.
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al. that the structure is shown where the pyrotechnic chemcal is
surrounded by the color indicating, heat sensitive material, or
by the alternative enbodi nent where the device is fabricated

wi t hout the pyrotechnic chem cal so that the heat sensitive

mat eri al contacts the conductive area. In our view, the coupling
means is not equivalent to the heat sensitive material contacting
t he conductive area, because no other interaction other than
contacting is specified.

For the foregoing reasons, the Cataldi et al. notion
no. 2 is denied with respect to the Burroughs et al. patent
claims 1 to 11 and reissue clainms 13 to 16, 18 to 20, 22 to 30,
32, 33, 35 to 37, 39 to 49 and 51 and is granted with respect to
the Burroughs et al. reissue clainms 17, 21, 31, 34, 38, and 50.
The entry of judgnent as to these latter clains is deferred to
the next final hearing, since we do not normally enter a
pi eceneal judgnment with respect to a party.
| ssue (4)

The party Cataldi et al.'s opening brief requests that
we deci de whether the party Burroughs et al.'s reissue clains 13

to 51 are unpatentable under 35 U.S.C. § 112, first paragraph, as
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urged in nmotion no. 3. Since we have entered the party Burroughs
et al.'s amendnent in our decision on Issue (3), supra, we wl|l
consider the notion as it relates to reissue clains 13 to 16, 18
to 20, 22 to 33, 35 to 37 and 39 to 51. As the noving party, the
party Cataldi et al. has the burden of proof by a preponderance

of the evidence on the notion. Kubota v. Shibuya, 999 F.2d 517,

519, n.2, 27 USPQd 1418, 1420, n.2. Prelimnarily, initem(1),
the party Cataldi et al.3® urges that we give no weight to the
direct testinony of Dr. Powers because the cross-exam nation
indicates that his direct testinony is not credible,? and that
the opinions in his direct testinony are |legally inconpetent. 36

The party Cataldi et al. urges that since Dr. Powers could not

3 The party Cataldi et al. has also filed a mscellaneous notion
no. 47 to strike, inter alia, certain testinony of Dr. Powers,
because the testinony conprises inconpetent |egal opinions proffered
by a lay witness. Since we will evaluate Dr. Powers' testinony as to
facts and not as to |l egal opinions, the notion is dismssed as
unnecessary. Insofar as the notion requests that testinony adduced
by other w tnesses be stricken, the notion is dism ssed as npbot since
we do not rely upon that testinony.

% The party Cataldi et al. relies upon its proposed findings of
fact Nos. (175) to (181) to support a lack of credibility.

% The party Cataldi et al. relies upon its proposed findings of
fact Nos. (182) to (196) to support its assertion of |egal
I nconpet ence.
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understand the figures in the Kiernan et al. patent® and coul d
not interpret Figure 10° of the party Burroughs et al.'s
specification,® Dr. Powers' testinmony with respect to these
matters should be given no weight. W decline to accord

Dr. Powers' testinmony no weight, but rather will evaluate his
testinmony insofar as it relates to the matters which we nust
deci de.

The notion under consideration urges that the Burroughs
et al. specification |acks witten description for 14 |limtations
recited inits clainms. For ease of reference, we have retained
the sane nunbering, i.e., itens 2 to 15, as in the party Catal di

et al.'"s main brief.

37 The party Cataldi et al. relies upon its proposed findings of
fact Nos. (197) to (205) to support its conclusion that Dr. Powers
di d not understand the Kiernan patent.

% The Burroughs et al. patent specification, colum 5, lines 50
to 52, states that Figure 10 is "a top plan view " Qher figures,
i.e. 1, 1A, 4, and 11, are also identified as top views or top plan
views. A review of these figures shows that they are not standard
top views, but rather are a hybrid between a top view and a side
view. Since we are able to ascertain what these figures depict, we
have no doubt that one skilled in the art would also be able to
ascertain what they depict.

% The party Cataldi et al. relies upon its proposed findings of
fact Nos. (206) to (214) to support its contention concerning Figure
10.
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The witten description requirenment of 35 U S.C. § 112,
first paragraph, requires that an application convey with
reasonable clarity to those skilled in the art that, as of its

filing date, applicant was in possession of the invention. Vas-

Cath Inc. v. Mhurkar, 935 F.2d 1555, 1563-64, 19 USPQ2d 1111,

1117 (Fed. Cr. 1991). To conply with the description
requirenent, it is not necessary that the application describe

the clained invention in ipsis verbis, In re Lukach, 442 F.2d

967, 969, 169 USPQ 795, 796 (CCPA 1971); all that is required is
that the application reasonably convey to persons skilled in the
art that, as of the filing date thereof, the inventor had
possession of the subject matter later claimed by him Inre
Driscoll, 562 F.2d 1245, 1250, 195 USPQ 434, 438 (CCPA 1977).

In item2, the notion urges that the Burroughs et al.
specification does not contain a witten description for "a
seal ed chanber, cell or bubble" Iimtation of reissue clains 13
to 15, 19, 23, and 27. The notion relies upon the testinony of
Dr. Feder at pages 44 to 55 of the party Cataldi et al.'s record
(CR 44 to 55). Dr. Feder testified that the Burroughs et al.
specification does not disclose this limtation as being a part

of the structure of the voltage indicator but rather discloses
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this limtation as being a part of the swtch. The notionis
denied with respect to item2

We agree with the party Burroughs et al. that the
specification, colum 4, lines 21 to 38, teaches a battery
strength indicator conprising attached first and second
nonconductive |layers with "a portion of said first and second
nonconductive layers form ng a chanber therebetween," and "a
conductive | ayer sandw ched between said first and second
nonconductive | ayers, the conductive |ayer reduced to a snal
cross-sectional area in the chanber.” Cbviously, if the chanber
is sandwi ched by the surfaces of the first and second
nonconductive | ayers, the chanber is bel ow one of the surfaces.
Further, the specification, colum 6, lines 5 to 7, states that
t he indi cator device has an indicator chanber, cell or bubble.
This disclosure, in our view, contains a sufficient witten
description for the limtation as being a part of the voltage
i ndi cat or devi ce.

In item3, the notion urges that the Burroughs et al.
specification does not contain a witten description for the
"swtch" Iimtation of reissue clains 16 to 29, 33 to 40 and 44

to 51. Since clains 17, 21, 34 and 38 were cancelled, this item
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will be considered as to clainms 16, 18 to 20, 22 to 29, 33, 351to

37, 39, 40 and 44 to 51. Independent clainms 16, 20, 24, 50, and

51 recite that the voltage indicator neans or voltage indicator

i ncludes neans for formng an electrical swwtch with an electri-

cally conductive portion of the battery housing. |ndependent

claims 33 and 37 recite that the voltneter includes neans for

formng an electrical swwtch wwth the electrically conductive

battery housing. |ndependent claim44 recites an electrical

switch neans positioned "to couple electrically the conductive

| ayer and the battery can.” The notion relies upon the testinony

of Dr. Feder who testified that the electrical switch is not

connected to an electrically conductive part of the battery

housi ng, but rather is connected to either the anode or the

cat hode of the battery, the anode and cat hode not being a part of

the battery housing. CR 405. The notion is denied as to item 3.
We agree with the party Burroughs et al. that its

specification, colum 5, lines 20 to 22, teaches that "the

i nproved batteries can have switch neans to electrically connect

the battery strength indicator to the battery.”" Figure 2 and the

acconpanyi ng description in the specification show and descri be a

battery having a housing to which is attached the strength or
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vol tage indicator device. W agree with the party Burroughs et
al. that the terns, "battery housing” and "battery can,"
necessarily mean that the housing or the can includes both an
anode and a cathode. In this regard, Dr. Powers testified that
the battery of Figure 2 of the Burroughs et al. patent has an
anode 20 and a cathode as part of the battery housing. Burroughs
Record, page 28 (BR 28). The electrical switch in Figure 2 is
attached to the anode or cathode. As is well known to the
skilled person in the art, both the anode and cat hode portions of
the battery housing are electrically conducting. This

di sclosure, in our view, contains a sufficient witten
description for the limtation in question.

I n meki ng our finding, we have weighed Dr. Feder's
testinmony at CR 405 that the anode and cathode of a battery are
not a part of the battery housing agai nst the testinony of
Dr. Powers that the anode and cathode of a battery are a part of
the battery housing. W find that Dr. Power's testinony is nore
credible than Dr. Feder's testinmony. Dr. Feder's testinony at
CR 405 is inconsistent with Figure 3 of the party Catal di et
al."s involved patent which depicts the battery housing 4 as

i ncludi ng both the anode and cat hode and with his testinony at
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BR 3649 that in the case of an al kaline battery, the cylindrical
can, including the closed end, and the closure for the other end
of the battery, conprises the battery housing. Thus, according
to Dr. Feder, the ends of an alkaline battery, which include the
anode and cat hode, are a part of the battery housing.

For the foregoing reasons, the notion is denied as to
item 3.

In item4, the notion urges that the Burroughs et al.
specification does not contain a witten description for the
"substrate" limtation of reissue clains 17 to 19, 21 to 23, 34
to 36 and 38 to 40. Since the party Burroughs et al. cancel ed
and/ or anended these clains, the notion is dismssed as noot with
respect to this item

In item5, the notion urges that the Burroughs et al.
specification does not contain a witten description for the
limtation, "sufficient nmeans under one of its [the conductive
| ayer's] surfaces to permt the heat generated" by the conductive
| ayer to change the color of the tenperature sensitive col or
indicator, of reissue clains 16 to 23. Since clains 17 and 21

were canceled, this itemw ||l be considered as to clains 16, 18
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to 20, 22 and 23.

The Burroughs et al. specification

The Burroughs et al. specification, colum 4,

to lines 38, discloses the follow ng enbodi nent:

cation,

I n anot her enbodi nent of the
present invention, the battery-strength
i ndi cat or neans conpri ses:

(a) a first nonconductive |ayer;

(b) a second nonconductive | ayer
attached to the first nonconductive |ayer, a
portion of said first and second non-
conductive layers form ng a chanber
t her ebet ween;

(c) a conductive |ayer sandw ched
bet ween said first and second nonconductive
| ayers, the conductive |ayer reduced to a
smal | cross-sectional area in the chanber;
and

(d) a heat sensitive color-
indicating material in said seal ed chanber
that is adapted to undergo a col or change
when its tenperture [sic] exceeds or crosses
a predeterm ned val ue, said conductive |ayer
in the chanber rising to a predeterm ned
tenperture [sic] when the voltage of the
current flow ng therethrough exceeds a
predet er mi ned val ue.

The notion relies upon the testinony of Dr.

li nes

Feder.

21

Figure 10 of the Burroughs et al. patent is as follows:

64) 68,53 30 (%

68 \70 ‘64

F1G. IO

100 s

Concerning Figure 10, the Burroughs et al. specifi-
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Anot her enbodi nent of the battery-
strength indicator device of the present
invention is shown in FIG 10. The indicator

device 10D is a strip |like device having
first and second superinposed |ayers 30 and
32 which are attached together in the sane
manner as strips 30 and 32 in FIG 3. At

| east one of the strips is transparent.
Conductive |l ayers 64 are sandw ched between
the first and second |l ayers. The conductive
layer is reduced to a small cross-section 65
in the indicator zone 66. Wthin the

i ndi cat or zone, the conductive |ayer is
covered with a small anount of a pyrotechnic
chem cal 68 sensitive to heat. Surrounding
t he pyrotechnic chemcal is a color

i ndi cating, heat-sensitive material 70 which
w |l undergo a visible color change, either
per manent or tenporary, when the material is
heated to at | east a predeterm ned
tenperature. This battery-strength indicator
device is a one-shot device; the pyrotechnic
chem cal will only deconpose or react once.
The pyrotechnic chem cal undergoes rapid
deconposition when it is heated to a
predeterm ned tenperature. The resistance of
t he conductive |layer in the reduced cross-
sectional area 5 is selected such that
current flow at a m ni mum predet erm ned

vol tage through the conductive |ayer wll
raise the area to a predeterm ned tenperature
which will cause the pyrotechnic chemcally
to deconpose or otherw se react. The
pyrotechnic chemcal in turn will raise the
tenperature of the color-indicating, heat
sensitive material to the predeterm ned
tenperature for color change. [Enphasis
added. ]

Al t hough the indicator device of
FIG 10D is shown with a col or-indicating,
heat-sensitive material, the device can al so
be fabricated with the pyrotechnic chem cal
al one, thereby causing a slight charring to
the strip which is noticeable. One of the
strips can also be nade of a material that is
sensitive to tenperature and will undergo a
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vi si bl e change when the tenperature exceeds a
predeterm ned value. Alteratively, the

devi ce can be fabricated w thout the
pyrotechnic chemcal, relying on the col or-

i ndicating, heat-sensitive material alone to
i ndi cate whether the battery has a
predeterm ned mnimal voltage output. |If the
color indicating, heat-sensitive materi al
under goes a non-permanent col or change when
exposed to a predeterm ned tenperature, then
the battery-strength indicator device of FIG
10D can be used repeatedly to determne if

t he output voltage of the battery neets a
predeterm ned voltage | evel. [Enphasis
added. |

The Party Cataldi et al.'s Position

The party Cataldi et al. relies upon Dr. Feder's
testinony in order to show that the foregoing specification does
not contain a witten description for the [imtation, "sufficient
means under one of its [the conductive layer's] surfaces to
permt the heat generated" by the conductive | ayer to change the
color of the tenperature sensitive color indicator, of reissue
clainms 16 to 23.

Dr. Feder testified (1) that these clains are directed
to the indicator device 10D shown in Burroughs et al.'s Figure 10
[CR 60], (2) that the device does not disclose sufficient nmeans
under one of the conductive layer's surfaces to permt the heat
generated by the conductive |ayer to change the color of the
tenperature sensitive color indicator and to indicate voltage [CR
60], (3) that the specification is conpletely silent regarding

the effects of thernal conduction of heat fromthe indicator
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device to the battery housing [CR 60], (4) that the specification
teaches that the "electrically insulating |layers that surround
the conductive layer are very thin," [CR 60], (5) that the
specification at colum 7, lines 19 to 21, teaches a thickness
such as one or two mls [CR 61], and (6) that the disclosed
t hi ckness of one or two mls suggests that the electrically
insulating layers for the other disclosed indicator devices have
a simlar thickness [CR 61].

Dr. Feder also testified at CR 61 as foll ows:

(90) It is clear fromthe party

Burroughs et al.'s original disclosure that

t he nonconducti ng base | ayer under the
conductive leads 14 is electrically non-
conducting. This is so because the original
di sclosure is silent regarding thernal

i sol ation, because the thickness range of one
totw mls is knowm to be suitable for

el ectrical insulation, and because it is well
known that electrical insulation is necessary
to prevent electrical short circuiting.

[ Enphasis in the original.]

Referring to the second enbodi nent of Figure 10, which
is described at colum 8, line 62 to colum 9, line 3 of the
Burroughs specification, Dr. Feder testified .

[I]t is my opinion that this enbodi nent of

t he indi cator device 10D woul d not be useful
because it would not provide an accurate

i ndi cation of the voltage state of the
battery. That is so because the conductive

| ayer 64 could not be nmade to generate
sufficient heat to overcone the heat sinking
provi ded by the battery housing in order to
sufficiently increase the tenperature of the
heat -sensitive color indicator material. The
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heat sinking problemarises due to the novel
arrangenment of the apparatus. Specifically,

t he planar heat sensitive indicator device is
i n mechanical contact with the battery
housi ng over a wi de area. The integral
mechani cal contact al so provides a high rate
of thermal conduction of heat fromthe

i ndi cator device to the battery. Since this
structure with its attendant functional

requi renents is novel to this invention, the
novel problem of heat sinking that is
associated wwth it was al so novel and clearly
was not recognized by the party Burroughs et
al. or by the draftsman of the party
Burroughs et al.'s application. For these
reasons, at |east, the heat sinking problem
and a solution to the heat sinking problem
woul d not have been obvious to one of
ordinary skill in the art in view of the
party Burroughs et al.'s specification.
Therefore, the party Burroughs et al.'s
specification does not teach the concept of a
thermal insulating | ayer between the conduc-
tive layer and the housing of the battery, as
is recited by clains 16-23. [CR 61 to 62.]

Rel ying upon Dr. Feder's testinony at CR 61, paragraph

(90), and the decisions of Ex parte Parks, 30 USPQ2d 1234 ( Bd.

Pat. App. & Int. 1994) and Schriber-Schroth Co. v. O evel and

Trust Co., 305 U S. 47, 39 USPQ 242 (1938), the party Catal di et
al.'s main brief at page 97 urges that the Burroughs et al.
specification by using a thermally-responsive indicator wthout a
pyrotechnic material (the second enbodi nent) cries out for the
mention of a thermal insulator, "given that plastic of only 1 or
2 mls thickness is not sufficient to act as a thermal insulator,

even though it is of sufficient thickness to act as an el ectrical

insulator.” Further, the brief contends that since the Burroughs
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et al. specification makes no nention of thermal insulator, then
none was i ntended.

Further, on page 98 of its opening brief,* the party
Catal di et al. urges that on cross-exam nation Dr. Powers
admtted that both Kiernan et al., U S. Patent No. 4,723,656 and
Parker, U. S. Patent No. 4,737,020 disclose a |ayer that
functions as an electrical insulator and as a thermal conductor.
In addition, the party Cataldi et al. argues at page 98 of its
brief that Dr. Powers admtted that the term conductive, was
used in the party Burroughs et al.'s specification only in the
el ectrical sense,* that Dr. Powers could not explain why he
under stood the word conductor to refer to electrical and therm
properties, and that Dr. Powers admtted that no specific

materials were disclosed for |ayers 30 and 32. 42

“ This section of the brief relies on proposed findings of fact
(266) to (270).

“ The party Cataldi et al. relies on its proposed finding of
fact no. (271). This proposed finding relies upon Dr. Powers
testinony at BR 511 to 516, wherein Dr. Powers testified that the
terms, conductive nmeans and conductive |ayer, nmeant electrically
conducti ve.

“2 The party Cataldi et al. relies on its proposed finding of
fact no. (273).
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The Party Burroughs et al.'s Position

The party Burroughs et al. relies upon the follow ng
testinmony by Dr. Powers.

16. | have reviewed in particular
t he enbodi nent of the battery strength
i ndi cator shown in Fig. 10 of the Burroughs
'544 patent and described in the
specification in colum 4, lines 21-38 and
colum 8, line 26 through colum 9, line 3.
As described therein, first and second
nonconductive strips or layers 30 and 32 are
applied to the side of the battery housing as
in Fig. 2. Sandw ched between the
nonconductive layers is a conductive |ayer 64
whi ch has a reduced cross sectional area 65
in a seal ed chanber or indicator zone 66. In
contact with the conductive layer is either a
color indicating heat sensitive material 70,
a pyrotechnic chemcal 68, or the color
i ndi cating heat sensitive material in
conbi nation with the pyrotechnic chem cal
When this enbodi nent of the battery strength
indicator is electrically connected across
the termnals of the battery, current flows
t hrough the conductive | ayer 64. Because the
conductive layer is reduced to a snmall cross
section 65 in the indicator zone 66, the
resi stance of which is selected such that
current flow at a m ni num predet erm ned
voltage will raise the area 65 to a
predeterm ned tenperature, the heat generated
by the conductive | ayer raises the
tenperature of the color indicating heat
sensitive material to a predeterm ned
tenperature for color change to indicate the
vol tage or strength of the battery.

17. The insul ative or non-
conductive |l ayers described in the Burroughs
'544 patent are present to shield conponents
of the strength indicator which transmt heat
and/or electricity, and are indicated as
doing so. For exanple, in the indicator
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devi ce 10D shown in Fig. 10, nonconductive

| ayers 30 and 32 (attached to the side of the
battery housing) surround the "col or

i ndi cating, heat sensitive material 70 which
undergoes a visible color change when the
material is heated to at | east a pre-

determ ned tenperature” (colum 8, lines
37-41). In order for this enbodinent to be
operabl e when applied to the side of a dry
cell battery, the construction of the battery
strength indicator, including the non-
conductive layers, nust be such to permt
sufficient heat generated by the reduced
cross section conductive area 65 to flowto
the color indicator material to cause a color
change. Heat generated by the reduced
section conductive area 65 is within the

seal ed chanber or zone 66 adjacent to
nonconductive layers 30 and 32, and w ||
naturally desire to flowin all directions
fromreduced cross sectional conductive area
65, unl ess sonehow constrained. In this

i nstance, the clear function of nonconductive
layers 30 and 32 is with regard to heat flow
to ensure that the heat generated by the
reduced conductive layer 65 is able to raise
the tenperature of the color indicating, heat
sensitive material 70. The only way this can
be acconplished is if layers 30 and 32 are
thermal |y nonconductive. It would be
illogical for anyone of ordinary skill in
this art to understand that "nonconductive”

| ayers 30 and 32 are sonehow thermally
conductive, since this would cause heat to

fl ow away from col or indicating, heat
sensitive material 70 and would not permt
material 70 to receive heat to undergo a

vi si ble color change to indicate the

remai ning strength of the battery, as is
described. Likewi se, in order for the
current to be able to flow through conductive
| ayer 64, "nonconductive" layers 30 and 32
must al so be electrically nonconductive, or

el se the device would short circuit.
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18. Additionally, the portion of
t he chanber, cell or bubble bel ow t he
conductive layer and the air pocket (see
Sections I.A and |I.F.) are inherently
thermal insulative and i ndependently provide
adequat e support to provi de adequate support
[sic] for the thermal insulation [imtation.
As such, it is the natural result of such
construction that the nonconductive |ayer (30
or 32) adjacent to the battery housing, along
with any portion of the seal ed chanber or
zone 66 beneath the conductive area 65, has
both sufficient electrical insulation to
prevent short circuiting and sufficient
thermal insulation to overcone heat sinking
when the battery strength indicator is in
contact with the battery housing. The
reference to repeated use of this enbodi nent
of the battery strength indicator at colum
9, lines 1-3 also requires that heat sinking
to the battery housing be overcone by the
thermal insulation beneath the conductive
area 65 of |ayer 64.

19. In connection with the battery
housing, dry cell batteries of the type shown
in Fig. 2 of Burroughs et al. patent and
descri bed el sewhere as nonrechargeabl e
al kaline batteries (colum 11, line 42) or
zi nc-carbon batteries (colum 12, |ine 63)
all have electrically conductive housings.

In a case of alkaline dry cells, the side of
the housing is part of the cathode. 1In the
case of zinc-carbon batteries, the side of
the housing is part of the anode. Thus,
bel i eve that the Burroughs '544 patent

i nherently discloses that the dry cel
battery housing is electrically conductive.

20. Fig. P-1 belowis a side
el evational view of a thermal and el ectri cal
nodel of the heat sensitive battery strength
i ndi cat or enmbodi nrent shown
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CONDUCTIVE SMALL
CROSS SECTIONAL AREA 65 CONDUCTIVE LAYER 64
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NONCONDUCTIVE LAYER 30 (OR 32)

CHAMBER ZONE

ALKALINE OR ZNG caRgoN  Of CeLt €8

DRY CELL BATTERY 18

FIG P-1

in Fig. 10 of the '544 patent. While Fig.
P-1 does not appear in the ‘544 patent as
such, it is based entirely on the disclosure
of the Burroughs ‘544 patent, and is intended
to show the relative positions of the various
conponents and the actual flow of heat and
current as described in the patent.

The rel ative positions of the features of
Fig. P-1 are supported by the '544 patent
specification as follows, with the feature
nunbers shown bold in brackets correspondi ng
to those shown in Fig. 10. Specifically, at
colum 4, lines 21-38, the specification
st at es:

[ T] he battery strength
i ndi cat or neans conprises: (a) a
first nonconductive |ayer [30]; (b)
a second nonconductive | ayer [32]
attached to the first nonconductive
| ayer, a portion of the first and
second nonconductive | ayers form ng
a chanber [66] therebetween; (c) a
conductive | ayer [64] sandw ched
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bet ween said first and second
nonconducti ve | ayers, the
conductive | ayer reduced to a snal
cross-sectional area [65] in the
chanber; and (d) a heat sensitive
color indicating material [70] in
sai d seal ed chanber that is adapted
to undergo a col or change when its
t emper at ure exceeds or crosses a
predet erm ned val ue, said
conductive layer in the chanber
rising to a predeterm ned
tenperature when the voltage of the
current flow ng therethrough
exceeds a predeterm ned val ue.

The battery strength indicator is attached to
the side of a dry cell battery [18] in
accordance with Fig. 2 and the disclosure at
colum 6, lines 15-29. The housings of both
t he nonrechar geabl e al kal i ne and zi nc-carbon
dry cell batteries disclosed in the '544
patent at colum 11, line 42 and colum 12,
line 63 are electrically conductive. The
heat sensitive color indicating material [70]
i s above the conductive |ayer reduced area in
t he seal ed chanber in accordance with the top
pl an view shown in Fig. 10. Pyrotechnic
chem cal 68 is not shown in accordance with
the alternate enbodi nent disclosed at colum
8, lines 62-66. The current and heat flow as
shown in Fig. P-1 above are disclosed at
colum 8, lines 45-54 and 62- 66.

21. In ny opinion, the current and
heat flow nodel shown in Fig. P-1 is the
necessary and only reasonabl e construction
whi ch one of ordinary skill in the battery
art would give to this enbodi nent of the
strength or voltage indicator disclosed in
t he Burroughs '544 patent. As | believe
woul d be recogni zed by one of ordinary skil
in the battery art, nonconductive |ayers 30
and 32 woul d be inherently recogni zed as
havi ng both sufficient thernal
nonconductivity and sufficient electrical
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nonconductivity to permt the heat and
current flow to nake the device operable,
since the absence of either would nake the
devi ce inoperable. Further, in ny opinion,
the natural result flowing fromthis
enbodi ment of the strength or voltage

i ndi cator disclosed in the Burroughs '544
patent, which one of ordinary skill in the
battery art would recognize, is that the
conductive | ayer has sufficient thernal

i nsul ati ng nmeans under its surface to
overconme heat sinking when the device is in
contact with an electrically conductive
portion of the battery housing.

22. Consistent with the above,
nowhere in the Burroughs '544 patent is the
term "nonconductive | ayer" specifically
limted to electrically nonconductive
materials, nor is it disclosed as being
thermal ly conductive. It is my opinion that
a person of ordinary skill in the art
pertaining to battery design and
construction, when reading the Burroughs '544
patent, would understand that, at |least in
connection with the enbodi nent of the battery
strength indicator depicted in Fig. 10, the
term "nonconductive |layer" refers to both
thermally and el ectrically nonconducti ve.
This woul d be inherently understood because
of the fact that both controlled heat flow
and controlled current flow are di scussed.
For the strength indicator to operate as
descri bed, one would require thermnal
insulation in order for the heat fromthe
reduced section area 65 to flow to the heat
sensitive material 70, as well as electrical
insulation in order to prevent the current
fl ow ng through conductive | ayer 64 and
reduced section 65 to short circuit against
the battery housing.

23. In sone specific instances
described in the Burroughs '544 patent, the
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nonconducti ve | ayers are described with
regard to their electrically nonconductive
function. For exanple, in the indicator

devi ce 10F shown in Fig. 15, nonconductive

| ayer 30 is described as having a "high
dielectric constant” so as to be able to
control the electric field generated across
cell 12 by electrodes 62a and 62b. In ny

opi nion, this does not contradict the

i nherent and explicit disclosure of the
capabilities of the nonconductive |ayers 30
and 32 in controlling heat flow in connection
with the Fig. 10 enbodi nent, but nerely makes
reference to their concurrent dielectric
properties in the Fig. 15 enbodi nent.

24. M opinion is supported by the
various dictionaries that | have consulted,
including the Dictionary of Physics, which
define the term"conductor” or "conductive"
as including both thermal conductivity and
el ectrical conductivity. As such, the
opposite term "nonconductive" would
necessarily enconpass both thermal insulation
and electrical insulation properties, unless
specifically limted to one or the other. M
opi nion of the nature and understandi ng of
the term "nonconductive" in connection with
| ayers 30 and 32 is supported by ny
experience that the vast mpjority of
nonconductive materials display both therma

and electrical insulating properties. It is
nmy opinion that a person having ordinary
skill in the art relating to battery design

and construction would necessarily select a
nonconductive materi al which would have both
thermal insulating and electrical insulating
properties, w thout undue experinentation. |
am awar e of one exception, dianond, which is
a good el ectrical nonconductor while al so

being a good thermal conductor. | believe
that it would be illogical, if not absurd,
t hat anyone of ordinary skill in the art

readi ng the '544 patent woul d sonehow
understand that the nonconductive | ayers,
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attached to a disposable battery, would be

constructed of dianond, so as to be thermally

conductive and electrically insulative.

Al so, the party Burroughs et al. relies upon
Dr. Powers' testinmony at BR 63 and 64. Dr. Powers testified that
he had performed an experinment to determne the operability of a
heat sensitive battery strength or voltage indicator on the side
of a battery w thout special precautions taken to prevent heat
sinking fromthe conductive layer to the conductive battery
housing. In the experinent he used a strip tester as described
in the Parker '020 patent and Kiernan patent and found that heat
sinking is not a problem

In addition, the party Burroughs et al. relies upon the
testinony of Dr. Alan Sal kind, one of the party Cataldi et al.'s
W tnesses called by the party Wang et al.; Dr. Feder, an expert
testifying on behalf of the party Cataldi et al.; and
M. Patrick D. Hein, a wwtness for the party Cataldi et al.

Dr. Salkind testified that he presuned that the
nonconductive layer is both thermally nonconductive as well as
el ectrically nonconductive. BR 2903. Dr. Feder testified with
respect to (Burroughs et al. Exhibit 5 (BX 5)), which is directly
anal ogous to the thermal battery strength indicator described in

the Burroughs et al. patent, that nonconductive would normally
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mean either electrically or thermally nonconductive. BR 3938 to
3939.

M. Patrick D. Hein testified on the problem of heat
si nki ng when a battery strength or voltage indicator is attached
to a battery. CR 1075 to 1081. M. Hein testified that he
tested various materials and found that group Il materials (ten
thin synthetic polyneric filns having thicknesses ranging from
0.001 to 0.005 inches) had severe heat sinking problens. CR
1077, 1078, 1080 and 1081.

Wth respect to the heat sinking problemin the context
of this interference, M. Hein testified at CR 1143 that heat
sinking creates difficulties, i.e., it decreases the observed
tenperature profile on the battery tester/voltneter when it is in
proximty to a battery container, thus displaying inaccurate or
i ncorrect readings when the tester nmechanismis activated.

M. Hein explained at CR 1194:

In the case of a fresh cell with the

tenperature profiles that we exhibited, for

an exanple, it [the fresh cell] m ght show

that it had only three-quarters of avail able

power, when, in effect, it was the fresh cel

that had 100 percent avail abl e power.

However, M. Hein acknow edged at CR 1195 that one could get an

accurate good/bad type reading if the tester mechani smwas

properly designed. He also testified at CR 1195 and 1196:
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Q Now, within the context of the type of
tester that was applied in the batteries in
your declaration where there is a scal e,
coul d one conpensate by condensing the scale
of the sensor to conpensate for sone
heat si nki ng effects?

A. | don't understand what you nean by
conpensating the scale or condensing the
scale. Can you clarify that?

Q If one were to reduce the scale of the
sensor so that it was neasuring |less of a
difference fromthe |lowest level to the

hi ghest | evel, could such a reduced scal e of
sensor conpensate for the heatsinking effects
that you talk about wth regard to the second
group of material s?

A If | understand the intent of your
guestion, you're |ooking at condensing the
scale to make it nore like a -- just an

on/ of f, good/bad, one or the other?
Q It's going in that direction, yes.

A.  The device could be designed that way if
you so desired it to work that way. | don't
think that there's a practical use if the
scal e woul d be condensed, but that's ny
opi ni on.

Q Wiat are other variables that would
affect the reading on the thermal indicator
that your tested? For exanple, would the

el ectrical resistance of the heating el enent
have an effect?

A. The electrical resistance of the heating
el enent, the design of the taper of the

el enent itself creating the -- controlling
the current flow through the resistive -- or
t he conductive elenent of the tester, that
wi |l have an effect.
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The col or changi ng point of the
thernmochromc material will have an effect on
the overall design of the tester mechani sm
Those are the two biggest factors in regards
to the tester nechanismitself.

Q WII the thickness of the insulation also
have an effect?

A, Yes.
As expl ained by the party Burroughs et al. on pages 132
and 133 of its opposition brief,

In the heat sensitive indicator
enbodi nent of Fig. 10 (summari zed at col um
4, lines 21-38 and described further at
colum 8, line 26 through colum 9, |ine 3),
nonconductive |layers 30 and 32 are | ocated
above and bel ow t he conductive | ayer 64 and
the reduced cross section area 65 in
i ndi cator zone 66. Heat generated by the
current through the reduced cross section
area 65 of the conductive |ayer is described
as raising the tenperature of color
i ndi cating, heat sensitive material 70 to
cause material 70 to undergo a visible color
change when the battery has a predeterm ned
m ni mum vol tage output. The indicator device
shown woul d not function wi thout shielding
provi ded by sonme type of nonconductive
(either electrically or thermally) layer if
applied to an electrically conductive portion
of a dry cell battery housing as descri bed.
The natural result of the use of the
nonconducti ve |l ayer 30 or 32 bel ow the
conductive |layer 64 and reduced area 65 is to
permt the heat generated by the conductive
| ayer to change the color of the tenperature
sensitive color indicator material and
i ndi cate vol tage when the vol tage indicator
is in contact with the battery housing.
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Qpinion re: item (5)

After having considered the evidence and the argunents
of the parties, we are persuaded by the party Burroughs et al.
that its patent specification adequately discloses the
limtation, "sufficient means under one of its [the conductive
| ayer's] surfaces to permt the heat generated"” by the conductive
| ayer to change the color of the tenperature sensitive col or
indicator, that this limtation is supported by, and does not
require, a finding of thermal insulation in the |ower
nonconductive layer 30 or 32, and that the limtation is
supported by the electrical insulation of the nonconductive
| ayer.

In our view, the battery strength indicator disclosed
in Figure 10 and described at colum 8, line 26 to colum 9, line
3, of the Burroughs et al. patent is presuned to be operative.

In re Jacobs, 318 F.2d 743, 745-46, 137 USPQ 888, 889 (CCPA 1963)

and Field v. Know es, 183 F.2d 593, 600-01, 86 USPQ 373, 378-79

(CCPA 1950). The party Cataldi et al. has not sustained its
burden to show that the indicator of Figure 10 cannot be nmade to
operate for any practical or useful purpose by such changes and
alterations, short of invention, which one skilled in the art
woul d be capable of applying in constructing the indicator with

t he di sclosure of the Burroughs et al. specification and its
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figures as his guide. Consequently, we agree with the party
Burroughs et al. that since its patent discloses and clains the
particul ar enbodi mrent of the tenperature sensitive voltage

i ndi cat or over a nonconductive | ayer attached to the side of a
battery, this enbodi nent nust be presuned to be operative, i.e.,
t he | ower nonconductive |ayer nust inherently have sufficient
thermal insulating neans to overcone heat sinking when the
voltneter is in contact with a battery having an electrically
conducting housing. Furthernore, the Burroughs et al. specifi-
cation is sufficient to show that the natural result flow ng from
the operation of the device of Figure 10 is to permt the heat
generated by the conductive |ayer to change the color of the

tenperature sensitive color indicator material. See Hansgirg v.

Kemmer, 102 F.2d 212, 40 USPQ 665 (CCPA 1939) and In re Reynol ds,

443 F. 2d 384, 389, 170 USPQ 94, 98 (CCPA 1971). InlInre
Reynol ds, 443 F.2d 384, 389, 170 USPQ 94, 98, the court resol ved
an i ssue of inherent disclosure in an anal ogous case ("neans for
preventing an abrupt change in the capacitance . . .") in favor
of an applicant by the disclosure of the drawi ng and the

knowl edge that a person skilled in the art would suspect that
there was sone reason for the rel ationships shown in the draw ng
and woul d not regard such disclosure as accidental or arbitrary.

The Court al so quoted with approval Technicon Instrunents Corp.
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v. Coleman Instrunents, Inc., 255 F. Supp. 630, 150 USPQ 227

(N.D. Ill. 1966), aff'd 385 F.2d 391, 155 USPQ 369 (7th Gr.

1967):

By disclosing in a patent application a
device that inherently perfornms a function,
operates according to a theory, or has an
advant age, a patent applicant necessarily

di scl oses that function, theory or advantage
even though he says nothing concerning it.

In In re Snythe, 480 F.2d 1376, 1385, 178 USPQ 279, 285-286 (CCPA

1973), the court stated that the forgoing principle applies to
t he description requirenment under 35 U.S.C. § 112.

That the Burroughs et al. specification contains a
sufficient disclosure is also consistent with the testinony of
experts relied by the opposing parties.

Both Drs. Feder and Sal ki nd, w tnesses under the
control of the party Cataldi et al., testified that the term
nonconductive neant thermally nonconductive or electrically
nonconducti ve.

M. Hein, a wtness for the party Cataldi et al.
testified at CR 1195 that if a tester nechanism (a battery
vol tage indicator) were properly designed one could avoid a heat
si nki ng probl em and obtain an accurate good/ bad type reading.
Such design alterations would include reducing the scale of the
sensor to conpensate for heat sinking, varying the resistance of

the heating elenent, or the taper of the elenment to control the
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current flow, or varying the thickness of the nonconductive
layer. M. Hein's testinony nakes clear that the battery tester
of Burroughs et al.'s Figure 10 woul d operate in a crude manner,
gi ving good/ bad readings for a battery to be tested. This is
sufficient to show that the device of Figure 10 is operative,
since it is settled that a comrercial performance is not
necessary in order to have an operative disclosure. Field v.
Know es, 86 USPQ 378-379.

We have al so reviewed the decisions of Ex parte Parks,

39 USPQ at 1234, and Schriber-Schroth Co. v. devel and Trust Co.

305 U.S. at 47, 39 USPQ at 242, which are relied upon by the
party Cataldi et al. These decisions are not apposite to the
situation here.

In Parks, the invention was to a nmethod in which the
prior art normally used a catalyst and the |lack of nention of a
catalyst in the Parks specification conveyed to persons of
ordinary skill in the art the limtation of "in the absence of a
catalyst."” Likewse, in the Burroughs et al. patent, the
particul ar structure of the nonconductive |ayer provides adequate
support to convey to one of ordinary skill in the art possession
of the concept of "sufficient neans under one of its [the
conductive layer's] surfaces to permt the heat generated"” by the

conductive |layer to change the color of the tenperature sensitive
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color indicator as required by the clainms. Contrary to the party
Cataldi et al.'s argunents, the Burroughs et al. specification
does not cry out for the specific termthermal in view of the
fact that the structure disclosed under the conductive |ayer
permts the operation of the heat sensitive voltage or strength
indicator. The containnment and control of heat flowis
specifically descri bed between "nonconductive" |ayers 30 and 32
in connection with the enbodi nent shown in Figure 10. The
concept of thermal insulation is inherent in, and the natural
result of, the structure, features and operation of the heat
sensitive indicator disclosed in the Burroughs et al. patent.

In Schriber-Schroth, the patentee was attenpting to

justify support for a “flexible web" elenent in the face of his

speci fication which described the webs as extrenely rigid. The

court found that an inherency argunent could not fly in the face
of the description of the web having the antithetical quality of
rigidity. On the other hand, the Burroughs et al. specification
descri bes the properties of the | ower conductive |ayer which are
fully consistent with the concept of thermal insulation.

We have al so reviewed the testinony of Dr. Powers,
which is relied upon by the party Cataldi et al. as an adm ssion
that the term conductive, throughout the Burroughs et al.
specification is used in the electrical sense. Although

Dr. Powers acknow edged that conductive is used in the electrica
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sense, that does not constitute an adm ssion that nonconductive
does not nmean thermally nonconductive. W are not persuaded that
Dr. Powers admtted that the nonconductive |ayer of the device of
Figure 10 is thermally conducti ve.

We have given weight to Dr. Powers’ testinony and find
his testinony credible, since it is consistent with the testinony
adduced from w tnesses associated with the opposing parties. To
the extent the party Cataldi et al. urges that Dr. Powers’
testinony is not credible, because he could not determ ne whet her
Figure 10 of the Burroughs et al. patent was a top view or a side
view (see our decision on item 1, supra), he accurately depicted
his figure P-1, at paragraph 20, as a side view

Consequently, we hold that the Burroughs et al.
specification contains a witten description for the limtation,
"sufficient neans under one of its [the conductive |ayer's]
surfaces to permt the heat generated" by the conductive layer to
change the color of the tenperature sensitive color indicator, of
reissue clains 16, 18 to 20, 22 and 23. For the foregoing
reasons, the notion is denied as to item5

In item6, the notion urges that the Burroughs et al.
specification does not contain a witten description for the
limtation, "neans between the conductive |ayer and the battery
housing to permt" the heat generated by the conductive |ayer to

change the color of the tenperature sensitive color indicator
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material and indicate voltage of reissue clains 24 to 29. The
nmotion relies upon the testinony of Dr. Feder at CR 53 to 57 and
64. Dr. Feder testified that the Burroughs et al. specification
does not di scl ose neans between the conductive | ayer and the
battery which perforns a thermal insulating function to all ow
heat generated by the conductive layer to sufficiently heat the
heat - sensitive col or indicator materi al

As we noted in our decision on item5, supra, the
Burroughs et al. specification is sufficient to show that the
natural result flowng fromthe operation of Figure 10 is to
permt the heat generated by the conductive |ayer to change the
color of the tenperature sensitive color indicator material.
Accordingly, for the reasons given in item5, supra, the notion
is denied as to item 6.

In item7, the notion urges that the Burroughs et al.
specification does not contain a witten description for the “air
pocket"” limtation of reissue clains 30 to 32 and 40. The notion
relies upon the testinony of Dr. Feder at CR 65 and 66. Wth
respect to clainms 30 to 32, Feder testified that the Burroughs et
al . specification does not disclose an air pocket as a part of
the tenperature sensitive color indicator, the indicator device

10D of Figure 10, but rather discloses the air pocket as being
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associated wth the electrical switch. Moreover, the party
Cataldi et al.'s opening brief states at page 101 that on cross-
exam nation, “Dr. Powers admtted that the party Burroughs et
al.'s specification did not support the "air pocket’

recitations.” Wth respect to claim40, which recites that the
"insulating neans is an air pocket under the dielectric substrate
under the area of the conductive layer," Dr. Feder testified that
the concept of an air pocket as a part of thermal insulating
means i s not taught by the Burroughs et al. specification. The
nmotion is denied wwth respect to item?7.

We have reviewed the testinony of Dr. Powers, referred
to in Sections 294 and 295 of the party Cataldi et al.'s proposed
findings of fact, and do not agree with the party Cataldi et al.
that Dr. Powers admtted at BR 177 to 179 that the Burroughs et
al . specification | acked support for the air pocket being a part
of the tenperature sensitive color indicator. A fair reading of
the testinmony shows that Dr. Powers is of the view that the
Burroughs et al. specification has inherent support for the air
pocket being a part of the tenperature sensitive color indicator.

As we found in item 2, supra, the Burroughs et al. specification

contains a sufficient witten description for the indicator
device being in the shape of a chanber, cell or bubble. Because
of this shape, we necessarily agree with the party Burroughs et

al. that the chanber, cell or bubble would also contain an air
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pocket, especially where the specification does not teach that
t he chanber, cell or bubble is formed under a vacuum One
skilled in the art would appreciate that air nust be present in
t he chanber, cell, or bubble because of its manufacture at
standard conditions (tenperature and pressure) and that the air
pocket in the chanber, cell, or bubble of the device 10D would
al so supply sone thermal insulation. Accordingly, we hold that
t he Burroughs specification contains a sufficient witten
description within the neaning of 35 U S.C. § 112, first

par agraph, for the "air pocket" limtation of reissue clains 30
to 32 and 40.

For the foregoing reasons, the notion is denied as to
item7.

In item8, the notion urges that the Burroughs et al.
specification does not contain a witten description for the
"thermal insulation" limtation of reissue clains 33 to 40 and 43
to 49. Since clains 34 and 38 were canceled, this itemwl| be
treated as to clains 33, 35 to 37, 39, 40 and 43 to 49. The
notion relies upon the testinony of Dr. Feder at CR 66 to 68.
The notion is denied for the reasons set forth above wth respect
toitems 5 and 6, supra.

In item9, the notion urges that the Burroughs et al.
specification does not contain a witten description for the

“label™ limtation of reissue clains 33 to 40, and 43. Since

-51-



| nterference No. 103, 036

clains 34 and 38 were canceled, this itemw /|| be considered as
to clains 33, 35 to 37, 39, 40 and 43. |ndependent claim 33
recites "[a] |abel conprising an integral battery voltneter."

| ndependent claim 37 recites "[a] battery having a | abel with an
integral voltneter." The notion relies upon the testinony of

Dr. Feder at CR 68 to 70, who testified that Burroughs et al.'s
Figure 2 shows the interrelationship between the battery 18 and
the indicator device 10, that the specification states that the
figure depicts a battery having a battery strength indicator and
that the figure shows no thickness for the indicator device.

Dr. Feder testified that since thickness is intinately related to
t he heat transport between the device and the battery, the |ack
of thickness enphasizes the fact that Burroughs et al.'s
specification does not teach the need for thermal insulation and
that nothing in Figure 2 or in the description thereof
corresponds to a | abel. W disagree.

Figures 1 and 2 are as foll ows:
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The Burroughs et al. specification reads at colum 6,

lines 4 to 29 as foll ows:

di scl osed

Referring to FIG 1, a battery-strength

i ndi cat or device 10 of the present invention
is illustrated. The indicator device has an
i ndi cat or chanber, cell or bubble 12 forned
in strip 16. Preferably the cells of the
present invention are sealed cells. Conduc-
tive layers 14 run the length of the strip
into the indicator bubble to form spaced
apart electrodes. The indicator bubble
contains an indicating material 17 which
under goes a vi si bl e change when the voltage
potential across the indicator cell exceeds a
predeterm ned value. At |east one side of
the strip 16 is transparent or translucent.

The inproved battery 18 of the
present invention is illustrated in FIG 2.
The battery has an anode 20 and a cat hode at
its base (not shown). The indicator device
10 is attached to the side of the battery,
with the ends of the device connected to the
anode 20 and the cathode. |If the device is a
constant-drain device, that is, the device is
on continuously, the indicator cell undergoes
a visible change when the out put voltage of
the battery drops bel ow a predeterm ned
value. 1In an alternative enbodi nent, the
battery has the indicator device of FIG 1A,
whi ch includes a strip 16, conductive |eads
14, an indicator cell 12, and a switch 24.
The switch is biased to be in an off
position, and, thus the indicator device is
only actuated when the swtch is on, thus
preventing a constant drain on the battery.

Dr. Powers acknow edged that the term "label, k"

in the Burroughs et al. specification.
In this regard, Dr. Powers testified that

the tester is integral with the battery and
to be usable it has to be on the outside of
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the battery. You can't see it inside the
battery; and, therefore, it would have to
constitute part of the label if there's a
| abel on the battery. [BR 149]

* * * *

Q Can you tell nme that support for a battery
having a | abel -- let nme rephrase that. For
the elenment a battery having a | abel, can you
tell me what support you have for your belief
that it is sufficiently disclosed to enable a
person skilled in the art to nake and use the
battery having a | abel ?

A. | can only say | don't know why you nake
and use it unless you put it on the | abel as
part of the label. [BR 150]

* * * %

Q Can you provide for nme the support in the
specification in the '544 patent for your
belief that the patent discloses -- adequately
di scl oses how to make a | abel with an integral
vol t neter ?

M. Peterson: Including the draw ngs again.
M. Esatto: Including the draw ngs.

The Wtness: M conclusion is based on the
fact that time and tinme again the patent
teaches that the voltneter is integral with
the battery and | believe it is nentioned --
here with the housing. The only way it can
be integral with the battery and be usable
technically is if it is on a portion of the
| abel. That's just commobn sense. [BR 153]

To conmply with the witten description requirenent of
35 U S.C 8§ 112, first paragraph, it is not necessary that the

application describe the clained invention in ipsis verbis, Inre

Lukach, 442 F.2d at 967, 169 USPQ at 796 (CCPA 1971); all that is
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required is that it reasonably convey to persons skilled in the
art that, as of the filing date thereof, the inventor had
possession of the subject matter later claimed by him In re
Driscoll, 562 F.2d at 1245, 195 USPQ at 434 (CCPA 1977). Thus,
Dr. Powers' acknow edgnent that the term "label,"” is not
di sclosed in the Burroughs et al. specification does not nean
that the Burroughs et al. specification does not reasonably
convey to persons skilled in the art that the Burroughs et al.
inventors did not have possession of the label limtation of
clainms 33 to 40, and 43.

W agree with the party Burroughs et al.'s opposition
brief, pages 143 and 144, that in common usage one of ordinary
skill in the art would understand that the term "l abel," as

defined in Webster’s Third New International Dictionary (1964

Edition) (BX 18), refers to something affixed to the surface of
an article, usually a layer, to provide information concerning
the article. The Burroughs et al. specification, colum 6, |ines
4 to 29, refers to a strip which is attached to the side of a
battery 18 (Fig. 2) and which contains an indicator chanber cel

or bubble fornmed in the strip, i.e., an indicator device. Since
this strip containing the indicator device is designed to
indicate the strength of the battery and provide such information

to the user, the strip 12 fully and adequately di scl oses a
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"l abel" and the "label with an integral voltneter." For this
reason, we find the testinony of Dr. Powers to be credible where
he urges that the battery indicator device which is carried on
strip 12 constitutes a |label. Accordingly, the notion is denied
with respect to this Iimtation.

In item 10, the notion urges that the Burroughs et al.
specification does not contain a witten description for the

"thernochromc inks," "thernochromc tapes,” and "crystalline
materials" [imtations of reissue clains 41 and 48. The notion
relies upon the testinony of Dr. Feder at CR 70 to 72, who
testified that Burroughs et al.'s specification does not disclose
or suggest thernmochrom c inks or thernochrom c tapes and using
thernmochromc ink in a voltage indicator device. Dr. Feder
testified that the specification discloses using liquid
crystalline materials not in an indicator device 10D but in
enbodi nments that use voltage sensitive liquid indicator materi al
and that have the indicator chanber, cell, or bubble that is used
to hold the voltage sensitive liquid indicator material. The
notion is denied.

W agree with the party Burroughs et al.'s opposition
brief, pages 144 and 145, that the Burroughs et al. specification

has sufficient witten description for the foregoing limtations.

Burroughs et al., colum 6, lines 56 and 57, broadly disclose
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that the indicator material "conposition can be a |iquid crystal
conposition.” There is no limtation that this conposition is
used only for voltage sensitive indicator enbodi nents.

W agree with the party Burroughs et al.'s opposition
brief, page 145, that the Burroughs et al. specification has
sufficient witten description for thernochromc. Thernochromc

is defined in Webster's Third New International D ctionary (1964

Edition) (BX 18) as exhibiting thernochroismand thernochroismis
defined as the phenonenon of reversible change of color of a
substance with change of tenperature. As such, thernochromc
material is adequately supported by the disclosure in colum 8,
lines 66 to 68, of a color indicating, heat sensitive materi al
whi ch undergoes a nonper manent col or change when exposed to a
predeterm ned tenperature. The term "thernmochromc tapes,"” is
equivalent to the strip or |ayer enbodinents of the col or
i ndi cating heat sensitive material as disclosed in colum 8,
lines 59 to 62, and colum 11, lines 21 to 23.

For the foregoing reasons, the notion is denied as to
item 10.

In item 11, the notion urges that the Burroughs et al.

specification does not contain a witten description for the

"color to colorless,” "colorless to color," and "one color to a

second color” limtations, which are present in reissue clains
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32, 42, and 49. The notion relies upon the testinony of
Dr. Feder at CR 72 and 73, who testified that Burroughs et al.'s
specification, colum 6, lines 48 to 52, only discloses that:
The indicator material can be any

material that will undergo a visible change,

such as a col or change, when the voltage

potential across the el ectrodes exceeds or

drops bel ow a predeterm ned voltage.
According to Dr. Feder, the foregoing recitation does not
di scl ose colorless indicator materials or transitions from col or
to colorless or colorless to color for indicator materials.
Further, Dr. Feder testified that the foregoing recitation is
directed to those types of indicator materials which are voltage
sensitive color indicator materials, not to heat sensitive color
indicator materials. The notion is denied as to this item

W agree with the party Burroughs et al.'s opposition
brief, pages 146 and 147 that the Burroughs et al. specification
has sufficient witten description for the foregoing limtations.
As noted by the party Cataldi et al., Burroughs et al., colum 6,
lines 48 to 52, disclose that the indicator material can be any
material that will undergo a visible change, such as a col or
change. Burroughs et al., colum 8, lines 59 to 62, teaches that
one of the strips is made of a material that is sensitive to

tenperature and w Il undergo a visible change when the

t enperature exceeds a predeterm ned value. The term "color
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change," is a generic expression which enbraces three
enbodi nents, "color to colorless,” "colorless to color," and "one
color to a second color."™ Since the three enbodi nents are not

patentably distinct fromeach other, the generic expression
"col or change" is considered to constitute a sufficient witten

description of the three enbodiments. Cf. Bighamv. Godfredsen,

857 F.2d 1415, 1417, 8 USPQ2d 1266, 1268 (Fed. G r. 1988) ("The
generic term' hal ogen' conprehends a |limted nunber of species,
and ordinarily constitutes a sufficient witten description of
t he common hal ogen species provided that there is no patentable
di stinction anong them™").

In item 12, the notion urges that the Burroughs et al.
specification does not contain a witten description for the
“tenperature insulating material" and the "thermal insulation
material” limtations of reissue clains 39 and 46. The notion is
denied for the reasons set forth above in the denial of itens 5,
6, and 8, supra.

In item 13, the notion urges that the Burroughs et al.
specification does not contain a witten description for the
"stand-of fs" limtation of reissue claim47, i.e., "the neans to
provi de thermal insulation conprises standoffs on the dielectric
| ayer adjacent the battery can, wherein the standoffs, the

dielectric layer, and the battery can define an air pocket." The
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notion relies upon the testinony of Dr. Feder at CR 74 and 75,
who testified that Burroughs et al.'s specification does not
di scl ose a structure which has standoffs on a dielectric |ayer
that are adjacent to a battery can. The notion is granted as to
this item

We agree with the party Cataldi et al. that the
Burroughs specification does not contain a witten description
for the limtation, "the standoffs, the dielectric layer, and the
battery can define an air pocket," as recited in claim47. The

Dictionary of Scientific and Technical Terns 1528 (2d ed.,

MGawH Il Inc., 1978) (Cataldi et al. Exhibit No. 68 (CX 68))
defines a stand off insulator as "an insulator used to support a
conductor at a distance fromthe surface on which the insul ator
is nmounted."” This definition is consistent with Dr. Powers
testinmony at BR 45 that a standoff is a structure which separates
the conductive layer fromthe battery to forman air pocket. W
reject the party Burroughs et al.'s argunent that their chanber,
cell or bubble below the conductive | ayer constitutes a standoff
within the neaning of claim47. Wile the air pocket nay act as
an insulating neans, the air pocket is not forned by the

standoffs, the dielectric layer, and the battery can as recited

in claim47. Accordingly, the notion is granted as to item 13.
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In item 14, the notion urges that the Burroughs et al.
specification does not contain a witten description for the
“coupling neans” limtation of reissue claimb50. The notion
relies upon Dr. Feder's testinmony at CR 75 to 77 to show a | ack
of witten description. The notion is granted as to this item

In our decision on the party Cataldi et al.'s notion
no. 2, supra, we held that this claimis indefinite. 1In so
hol di ng, we agreed with the party Cataldi et al. that the term
“coupling neans” is not defined in the Burroughs specification
and that the specification does not show any structure for the
coupling neans. W rejected the party Burroughs et al.'s
argunment that the structure is shown where the pyrotechnic
chem cal is surrounded by the color indicating, heat sensitive
material or by the alternative enbodi nent where the device is
fabricated wthout the pyrotechnic chem cal so that the heat
sensitive material contacts the conductive area. The coupling
means is not equivalent to the heat sensitive material contacting
t he conductive area, because no interaction other than contacting
is specified.

In item 15, the notion urges that the Burroughs et al.
specification does not contain a witten description for the
"means to transfer” limtation of reissue claim51. The notion

relies upon Dr. Feder's testinmony at CR 77 and 78 to show a | ack
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of witten description. The notion is denied for the reasons set
forth above in the denial of itens 5, 6, 8 and 12, supra.

In summation, the Cataldi et al. notion no. 3 is denied
with respect to the Burroughs et al. patent clains 1 to 11 and
rei ssue claims 13 to 16, 18 to 20, 22 to 30, 32, 33, 35 to 37, 39
to 46, 48, 49 and 51 and is granted with respect to the Burroughs
et al. reissue clains 17, 21, 31, 34, 38, 47 and 50. Judgnent as
to these latter clainms is deferred to the next final hearing,
since we do not enter a pieceneal judgnent with respect to a
party.
| ssue (5)

The party Cataldi et al.'s opening brief requests that
we deci de whether the party Burroughs et al.'s reissue clains 1
to 51 are unpatentable on the ground of double patenting, as
urged in notion no. 23.

The notion is dismssed as to reissue clains 1 to 11
37 CFR 8 1.633(a) authorizes a party to file a prelimnary notion
for judgnent agai nst an opponent's clai mdesignated to correspond
to a count. Since reissue clains 1 to 11 have not been
designated to correspond to count 1, these clains are not a part

of the interfering subject matter. Perkins v. Kwon, 886 F.2d

325, 327, 12 UsSPQ@d 1308, 1310 (Fed. Cir. 1989) ("The
i npl enenting rules provide not only for the threshold

determ nation under 37 CF.R 8 1.603 or § 1.606 that the
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interfering subject matter is patentable to both parties, but
that after an interference is declared a party nmay nove for
j udgnment on the ground that the interfering subject matter is not
patentable to the opponent. 37 CF.R 8 1.66(a).") Thus this
motion is clearly inproper as to reissue clains 1 to 11

Since we entered the party Burroughs et al.'s anmendnent
in our decision on Issue (3), supra, we will consider notion no.
23 as it relates to reissue clains 13 to 16, 18 to 20, 22 to 33,
35 to 37 and 39 to 51.

A copy of the notion appears at CR 1664 to 1670.
During ex parte prosecution of the party Burroughs et al.'s
rei ssue application, the examner rejected the reissue clains on
t he ground of obvi ousness-type doubl e patenting over clains
pending in three later filed applications. 1In response to the
rejection, the party Burroughs et al. filed in accordance with
37 CFR 8 1.321 termnal disclaimers in each of the three later
filed applications disclaimng the termnal portion of the term
of any patent granted on each of these later filed applications
subsequent to the expiration date of the party Burroughs et al.'s
involved U. S. Patent No. 5,015,544. |In withdraw ng the
rejection, the exam ner stated, in part:

Since this [reissue] application, if matured

into a patent, cannot exceed the enforceable

termof the original patent, the term of any
patent issuing hereon cannot exceed the term
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of any of the above naned [three] applica-

tions. Therefore, a termnal D sclainer

filed in the instant application would be

nmoot or ot herw se unnecessary[,] as an

extensi on of nonopoly is not possible. [CR

1667]

On page 3 [CR 1668] of its notion, the party Cataldi et al.
contends that the exam ner was “sinply wong." The party Catal di
et al. contends that term nal disclainmers acconplish two results.
They prevent a tinmew se extension of the patent property right
and “al so avoid the possibility that, if two patents cone into
different hands, third parties nay be sued by both assignees for
the sane activities." According to the party Cataldi et al., the
|atter situation is not avoided in this case by the filing of
termnal disclaimers in the three later filed applications.

Rat her, the exam ner should have required the filing of a
reciprocal termnal disclainer in the party Burroughs et al.'s
rei ssue application. This position is not well taken.

In response to a rejection of its reissue clains on the
ground of obvi ousness-type double patenting, the party Burroughs
et al. filed in accordance with 37 CFR § 1.321 term nal
disclaimers in each of its three later filed applications. The

exam ner properly accepted the disclainmers and wi thdrew the

rejection. W know of no authority for requiring the party

- 64-



| nterference No. 103, 036

Burroughs et al.*® to file a reciprocal termnal disclainer in
its involved reissue application. The party Cataldi et al.'s
fears appear to have been addressed by the examner. |f any of
the three later filed applications, if matured to patents, and
the invol ved rei ssue application becones assigned to an assi gnee
other than that of the reissue application, the former wll
becone unenforceabl e by operation of |aw since the disclainers
provi de that any patent granted on any of the three later filed
applications shall be enforceable only for and during such period
that it and any patent granted on the involved reissue
application is comonly assigned. Under such a circunstance, it
does not appear possible that a suit by two different assignees
coul d reasonably be expect ed.

For the foregoing reasons, the notion is denied.
| ssue (6)

The party Cataldi et al.'s opening brief requests that
we deci de whether Burroughs et al.'s reissue clainms 13 to 51 are
unpatentable for failure to conmply with 35 U S.C. 8§ 251, as urged
in nmotion no. 24. Since we entered the party Burrough et al.'s

amendnent in Issue (3), supra, we will consider notion no. 24 as

4 On page 152 of its opposition brief, the party Burroughs et
al. has offered to file such a reciprocal term nal disclainer if
required.
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it relates to reissue clainms 13 to 16, 18 to 20, 22 to 33, 35 to
37 and 39 to 51.

In the notion, the party Cataldi et al. urges at CR
1688 and 1689 that the party Burroughs et al.'s reissue clains 13
to 51 are not directed to the sane invention as its original
patent clainms 1 to 11, because the party Burroughs et al. never
alleged at the tinme of presentation of the reissue clains that
reissue clains 13 to 51 are drawn to the sane invention as the
invention defined by its original clains 1 to 11. According to
the party Cataldi et al., the party Burroughs et al.'s silence is
an inplicit adm ssion that its newy presented clains 13 to 51
are not drawn to the sane invention as the invention defined by
its original clains 1 to 11. The party Cataldi et al. also notes
that the involved Burroughs et al. reissue application contains
clains 1 to 12 and 52 to 63 which have been desi gnhated as not
corresponding to the count.

On pages 163 and 164 of its main brief, counsel for the
party Cataldi et al. states that the CCPA and the Court for
Appeal s for the Federal Circuit have both "waffl ed back and
forth" on what was originally called the "intent to clainf
requirenent of 35 U.S.C. 8§ 251 and "what the Federal Circuit's
| atest effort in this field tells us is nowto be called the
‘original patent' requirenent” of the statute. |In support of its

position, counsel cites two lines of cases (Inre Wiler, 790
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F.2d 1576, 229 USPQ 673 (Fed. Cir. 1986) and In re Anps, 953 F.2d

613, 21 USPQ2d 1271 (Fed. Cir. 1991), which he cannot harnoni ze.
Despite this |ack of harnonization, counsel urges that his notion
shoul d be granted. The notion is denied.

As the noving party, the party Cataldi et al. has the
burden of proof by a preponderance of the evidence on the notion.

Kubota v. Shibuya, 999 F.2d at 519, n.2, 27 USPQ@d at 1420, n. 2.

The party Cataldi et al. has not sustained its burden since the
noti on does not anal yze each of the reissue clains 13 to 51
vis-a-vis each of the original patent claims 1 to 11 to
denonstrate that each reissue claimis not directed to the sane
invention as the original patent clainms. See 37 CFR § 1.637(a).
Rat her, the party Cataldi et al. relies upon the party Burroughs
et al."s silence as an inplicit adm ssion that reissue clainms 13
to 51 are not drawn to the sanme invention as patent clains 1 to
11. We find no adm ssion under the foregoing circunstance.

Not wi t hst andi ng the foregoi ng, we have nonet hel ess
reviewed the party Burroughs et al.'s reissue clains and agree
with the party Burroughs et al. that these clains are drawn to
the sane invention as the invention defined by its original
clains 1 to 11. 1In other words, the party Burroughs et al. is
not claimng subject matter entirely different from anything
anywhere earlier clained, but rather is seeking to obtain

broadened clains to subject matter clainmed in its patent.
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Oiginal patent clainms 1 to 11 are directed to "[a]
battery having a battery strength indicating neans to indicate
the strength of the battery." |ndependent reissue clainms 13, 16,
20, 24, 30, 33, 37, 44, 50 and 51, respectively, are directed to
"[a] battery having a voltage indicator [to indicate the voltage
of the battery]," "[a]n article conprising an integral battery

voltage indicator [to indicate voltage]," "[a] battery having an
article with an integral voltage indicator [to indicate
voltage]," "[a] battery with an integral voltage indicator [toO

indicate the voltage of the battery],"” "[a] battery having a
voltnmeter [to indicate the voltage of the battery],"” "[a] | abel
conprising an integral battery voltneter [to affect a change in

the tenperature sensitive color indicator layer]," "[a] battery

having a | abel with an integral voltneter [to affect a change in

the tenperature sensitive color indicator layer]," "[a] battery

with an integral voltmeter [to affect a color change in the

tenperature sensitive color indicator layer]," "[a]n article
conprising an integral battery voltage indicator [to affect a
change in the tenperature sensitive color indicator material],"
and "[a] battery having an integral battery voltage indicator [to
affect a change in the tenperature sensitive color indicator
material]."

In our view, the foregoing clainms are all directed to

the sanme invention, a battery having an attached voltage
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indicator to indicate the strength of the battery. Label claim
33 is directed to a subconbination of the conmbination recited in
claim37 "[a] battery having a | abel."

For the foregoing reasons, notion no. 24 is denied.
| ssue (7)

The party Cataldi et al.'s opening brief requests that
we deci de whether Cataldi et al.'s proposed count 4 should be
substituted for count 1, as urged in notion no. 32.

The notion is dism ssed as noot. Neither the party
Cataldi et al.'s prelimnary statement with respect to count 1
nor its statenent with respect to proposed count 4 overcones the
filing date of the party Burroughs et al. Thus, a possible
substitution of proposed count 4 for count 1 would not forestal
the entry of judgnent against the party Cataldi et al.

Patentability of the party Cataldi et al.'s reissue clains

| ssues (9 to 11)

Wth respect to issue (9), the Burroughs et al. brief
no. 1 requests that we decide whether the party Cataldi et al.'s
reissue clains 9 to 13, 18 to 22, 28 to 32, 35, 37, and 39 are
unpat ent abl e over the involved Burroughs et al. patent.

Wth respect to issue (10), the Burroughs et al. brief
no. 2 requests that we decide whether the party Cataldi et al.'s
patent clainms 1 to 29 are unpatentable over the invol ved

Burroughs et al. patent.
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Wth respect to issue (11), the Burroughs et al. brief
no. 4 requests that we deci de whet her judgnent under 37 CFR
8 1.662(b) should be issued against the party Cataldi et al. for
filing a second rei ssue application which cancels all of its
patent clainms 1 to 29 which correspond to the count and which
asserts that the newy added reissue clains 30 to 44 are
patentably distinct fromthe original patent clains.

Since we are issuing judgnent against the party Catal di
et al. for the failure of its prelimnary statenent to overcone
the filing date of the senior party Burroughs et al., the party
Cataldi et al.'s patent clains 1 to 29 and its reissue clainms 9
to 13, 18 to 22, 28 to 32, 35, 37, and 39 are considered
unpatentable. Since the party Cataldi et al. is not entitled to
its clainms corresponding to the count pursuant to 35 U S. C
8§ 102(g), it is not necessary for us to decide whether the clains
are al so unpatentable over prior art or under 37 CFR 8§ 1.662(b).
Accordingly, the issues raised in these briefs are dism ssed as
nmoot .

JUDGMVENT

Judgnment with respect to the subject matter of the
count in issue is hereby entered against Richard T. Catal di,
Patrick D. Hein, Henry J. Heirigs and John C. Leo, the junior

party. Accordingly, on the present record, the party Catal di et
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al. is not entitled to a patent containing its patent clains 9 to

29 and its reissue clains 9 to 25 and 28 to 40.

STANLEY M URYNOW CZ, JR
Adm ni strative Patent Judge

)

)

)

)

)

|

) BOARD OF PATENT
RONALD H. SM TH ) APPEALS AND

)

)

)

)

)

)

)

Adm ni strative Patent Judge | NTERFERENCES

M CHAEL SOFOCLEQUS
Adm ni strative Patent Judge
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TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 803

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

CHI - CHUNG WANG, TERRY C. EI SENSM TH, CHARLES E. KI ERNAN
AND ROBERT L. M LANESE

Juni or Party, %
V.

GARY R TUCHOLSKI

Juni or Party, %
V.

RICHARD T. CATALDI, PATRICK D. HEIN, HENRY J. HEIRI GS
AND JOHN C. LEO ( PATENT)

Juni or Party, 4

4 Application 07/730,712, filed July 16, 1991. Assignors to
Duracell International Inc.

4 Application 07/641,394, filed January 15, 1991. Assignors
to Eveready Battery Co., Inc., St. Louis, MO

4 Application 07/504,504, filed April 4, 1990, now U.S. Patent
No. 5,059, 895, issued Cctober 22, 1991. Assignors to Eastman Kodak
Co.
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RICHARD T. CATALDI, PATRICK D. HEIN, HENRY J. HEIRI GS
AND JOHN C. LEO ( REI SSUE)

Juni or Party, %
V.
JAMES R BURROUGHS AND ALAN N. O KAI N ( PATENT)
Juni or Party, 4
JAMES R BURROUGHS AND ALAN N. O KAI'N ( RElI SSUE)

Senior Party.

| nterference No. 103, 036

REMAND AFTER HEARI NG MAY 29, 1997

Bef ore URYNOW CZ, RONALD H. SM TH, and SOFOCLEQUS, Adm nistrative
Pat ent Judges.

SOFOCLEQUS, Admi ni strative Patent Judge.

FI NAL DECI SION W TH RESPECT TO THE PARTY WANG ET AL.

“"  Reissue Application 07/942,973, filed Septenber 10, 1992.
Accorded Benefit of U S. Applications 07/504,504, filed April 4,
1990, and 5, 059, 895, issued October 22, 1991. Assignors to Eastman
Kodak Co.

4 Application 07/308,210, filed February 8, 1989, now U.S.
Patent No. 5,015, 544, issued May 14, 1991. Assignors to Strategic
Ener gy, Ltd.

4 Reissue Application 07/963,915, filed Cctober 20, 1992.
Accorded Benefit of U S. Application No. 07/308,210, filed
February 8, 1989, now Patent No. 5,015, 544, issued May 14, 1991.
Assignors to Strategic Energy Ltd.
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The subject matter of this interference relates to a
battery with a strength indicator. The count of this
interference is as follows:

Count 1

A battery having a |label with an integral voltneter; wherein the
vol t meter conpri ses:

A) a dielectric |ayer;

B) a conductive | ayer above or below the dielectric |ayer; and
C) a tenperature sensitive color indicator layer in therm
contact with the conductive layer, characterized in that 1) the
conductive layer has i) sufficient heat generating capacity to
affect a change in the tenperature sensitive color indicator
layer and ii) sufficient thermal insulating neans under one of
its surfaces to overcone heat sinking when the voltneter is in
contact with a battery having an electrically conducting housing
and 2) the voltnmeter includes neans for formng an el ectri cal
switch with the electrically conductive battery housing.

The party Wang et al.'s clains 22 to 24 and 43 to 63,
the party Tucholski's clains 1 to 35 and 46 to 70, the party
Cataldi et al.'s patent clains 9 to 29, the party Catal di et
al."'s reissue clainms 9 to 25 and 28 to 40, the party Burroughs et
al.'s patent clains 1 to 11 and the party Burroughs et al.'s
reissue clains 13 to 51 correspond to the count.

In Interlocutory Order No. 2, dated May 10, 1996 (Paper
No. 494), the Adm nistrative Patent Judge (APJ) |isted and

acknow edged the 91 prelimnary and m scel | aneous noti ons and
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requests, the various oppositions, replies thereto and comment s
to various oppositions and replies, filed by the parties. In
addition, the APJ opened prelimnary statenents and ordered their
service. At the sane tinme, the APJ placed the junior parties
Tuchol ski and Cataldi et al. under an order to show cause why
j udgnent shoul d not be entered against themin view of the fact
that the dates alleged in their prelimnary statenents did not
overcone the filing date of the senior party Burroughs et al

The junior parties Tucholski and Cataldi et al. filed
responses to the show cause order. The purpose of this final
hearing® is to determ ne whether the junior parties Tuchol sk
and Cataldi et al. have shown sufficient cause to avoid the entry
of judgnent against them |In the concurrent decisions
acconpanying this order, we have held that the junior parties
Tuchol ski and Cataldi et al. did not show sufficient cause to
avoid the entry of judgnent against them and accordingly issued
j udgnent agai nst those parties.

| SSUES

 I'n an order, dated Decenber 12, 1994 (Paper No. 77), the APJ
in charge of the interference at that tinme authorized the parties to
file cooments in support of or in opposition to a notion directed at
anot her party.

° Thi s decision addresses the issues raised by the party Wng
et al.; the acconpanying final decisions address the issues raised by
the parties Tuchol ski and Catal di et al.
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On pages 1 to 3, the party Wang et al.'s opening brief
refers to notions filed by the parties Tuchol ski and Catal di et
al. and presents issues raised by its notions under three
categories. For ease of referral, we have retained the party

Wang et al.’s nonencl ature.
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1. Definition of the |ssue

A. The party Cataldi et al.'s notion no. 32 to substitute
proposed count 4 for the present count.

B. The party Cataldi et al.'s notion no. 1 to designate the
party Burroughs et al.'s patent clains 1 to 11 and reissue clains
13 to 32, 34 to 36 and 38 to 51 as not corresponding to the
count .

2. Patentability

A. The party Tuchol ski’s notions for judgnent that the clains of
all parties are unpatentable over prior art.

B. Wether the party Burroughs et al.'s reissue clains 1, 3, 4,
7, 8, 13 to 23, 30 to 32, 41, 42, and 50 are unpatentabl e under
35 U.S.C. 88 102/103, as urged in the party Wang et al.’s notion
no. 6 (Paper No. 133).

C. Wiether Burroughs et al.'s reissue clainms are unpatentable on
grounds of unpatentability for abandonnent, dedication, or

di sclaimer and attenpted recapture and for failure to conply with
35 U S.C 8§ 251, as urged in the party Wang et al.’s notion no. 3
(Paper No. 130).

D. Wether Burroughs et al.'s reissue clains 13 to 51 are
unpat ent abl e under 35 U. S.C. 8§ 112, first and second paragraphs,
and under 35 U.S.C. 8§ 251, as urged in the party Wang et al.’s

nmotion no. 7 (Paper No. 134).
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E. Wether Burroughs et al.'s clains are unpatentabl e under

35 U.S.C. 8§ 112, second paragraph, and failure to conply with

35 US.C. 8§ 251, as urged in the party Wang et al.’ s notion no. 5
(Paper No. 132).

3. Oher Motions

A.  Wether the party Burroughs et al. should be denied the
benefit of the filing date of its patent for failure to neet the
requi renents of 35 U.S.C. 8§ 112, first and second paragraphs, and
for failure to conply with 35 U S.C. § 251, as urged in the party
Wang et al.’s notion no. 4 (Paper No. 131).

B. The party Cataldi et al.’s notion no. 23 that the party
Burroughs et al.’s reissue clains are unpatentable for double

pat enti ng.

C. The party Burroughs et al.’s notion under 37 CFR 88 1.635 and
1.662(b) that the party Cataldi et al.’s clains are unpatentable.

4. Additional |ssue

In Interlocutory Order No. 10, consideration of the
party Wang et al.'s m scell aneous notion no. 20 (Paper No. 656)
to conpel the party Burroughs et al. to produce Messrs. Burroughs
and O Kain for exam nation on oral deposition was deferred to
final hearing provided that the party file a paper within five

days after final hearing requesting consideration of the matter.
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Such a paper (Paper No. 792) was filed. Accordingly, the
follow ng additional matter is also before us:

A.  \Whether the m scel |l aneous notion no. 20 to conpel should be

gr ant ed.
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OPI NI ON

| ssues Entitled to Consideration

Interlocutory Order No. 9, Section VI (page 17),
identifies the notions filed by the party Wang et al. to be
considered at final hearing. These are the party Wang et al.’s
nmotion nos. 3 to 7, which are raised in issues 2B to 2E and 3A.
The notions raised by issues 1A 1B, 2A, 3B and 3C are not
entitled to any consideration since the notions were not
identified in the interlocutory order. Accordingly, the notions
entitled to consideration are those raised in issues 2B to 2E, 3A
and 4A
| ssue 2B

| ssue 2B concerns the party Wang et al.’s notion no. 6
that the party Burroughs et al.’s clains are unpatentable over
prior art. The argunent concerning this notion appears in the
party Wang et al.’s main brief at pages 30 to 66. Mdtion no. 6,
whi ch appears on pages 134 to 158 of the party Wang et al.’s
record (WR 134 to 158) urges the follow ng grounds for
unpatentability:

1. Burroughs et al.’s clains 13 to 23, 30 to 32, 41 and 42 are
unpat ent abl e under 35 U.S.C. § 103 as bei ng obvi ous over Kiernan,

U S. Patent No. 4,723,656 (the party Wang et al.’s exhibit no. 22
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(WK 22)), in view of Kaneda, U S. Patent No. 4,421,958 (W 7) and
Sterling, US. Patent No. 1,497,388 (WK 10). [WR 138 to 140]
2. Burroughs et al.’s clains 13 and 30, as anended, are
unpat ent abl e under 35 U.S.C. § 103 as bei ng obvi ous over
Mul I ersman, U. S. Patent No. 4,379,816 (WK 21) or Sterling (W
10) in view of Kiernan (WK 22). [WR 141 to 142]
3. Burroughs et al.’s clains 16 to 18 and 20 to 22 are
unpat ent abl e under 35 U.S.C. 8§ 102 as being anticipated by
Kiernan (WK 22). [WR 142 to 146]
4. Burroughs et al.’s clainms 19 and 23 are unpatentabl e under
35 U.S.C. 8 103 as being obvious over the conbination of Kiernan
(WK 22) and Parker, U S. Patent No. 4,006,414 (WK 11). [WR 146
and 147]
5. Burroughs et al.’s clains 1, 3, 4, 7 and 8 are unpatentable
under 35 U.S.C. 8 103 as being obvious over prior art, i.e,
Kiernan (WK 22) nodified by Iwai et al., U S. Patent No.
4,456,798 (WK 8), Kameda (WK 7), Dulen, U.S. Patent No. 4,324,962
(WK 9) and Sterling (W 10). [WR 147 to 155]

The party Wang et al.’s argunents in the brief and
nmotion no. 6 are prem sed on our making the follow ng findings of

fact:
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Page 35 of the brief urges that Sterling "teaches the
need for a swtch when a tester is attached to the termnals of a
battery."

Page 35 of the brief urges that the "nature of the
Kiernan et al. tester would require a swwtch in a nmulti-Ilayer
devi ce such as the switches disclosed in Kaneda."

Page 42 of the brief urges that Sterling discloses a
vol tage indicator, which has an electrical switch neans on the
side of the battery.

Motion no. 6 is denied for essentially the reasons that
we set forth in our Final Decision (Paper No. 801) with respect
to the party Tuchol ski, wherein we denied its prelimnary notions
(Paper Nos. 81 and 666) and for the reasons set forth in the
party Burroughs et al.’s opposition brief (Paper No. 763).

In the aforenmentioned final decision, we held that the
party Tuchol ski did not sustain its burden of proof to show that
the Burroughs et al.’s clainms corresponding to the count are
unpat ent abl e over Kiernan (WK 22), alone or in conbination with
Sterling (WK 10). In so holding, we nmade several findings of
fact. On page 15 of the decision we found that the Kiernan
patent fails as an anticipation of the party Burroughs et al.’s
cl ai rs because the patent does not disclose either a battery

strength indicator attached to the side of a battery housing or
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any type of swtch attached to the side of the battery housing.
On pages 21 and 22 of the decision, we found that the Sterling
patent does not disclose the particular indicating device of the
party Burroughs et al.’s clains and does not teach or suggest the
use of a switch

Qur findings are contrary to those upon which notion
no. 6 is premsed. Consequently, since the grounds of
unpatentability urged against the Burroughs et al. clains are
prem sed on findings which we did not nake, the party Wang et al.
has not sustained its burden to show that the Burroughs et al.’s
cl ai s are unpat ent abl e.

For the foregoing reasons, notion no. 6 is deni ed.
| ssue 2C

| ssue 2C concerns the party Wang et al.’s notion no. 3
whi ch appears at WR 22 to 35. The notion urges that the party
Burroughs et al.’s clains are unpatentable as drawn to subject
matter which was abandoned, dedicated, or disclainmed as a matter
of | aw upon the grant of the party’s involved patent, w thout the
filing of a divisional or continuation application thereto. The
notion also urges that the presentation of the reissue clains is
an attenpted recapture of deliberately cancel ed clains and m suse
of the reissue statute for hindsight reconstruction, as an

application for such subject matter has been determ ned not to be
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such error as is enconpassed by 35 U S.C. 8 251. To the extent
that notion no. 3 raises the sanme grounds for unpatentability as
raised by the party Cataldi et al.’s notion no. 24, notion no. 3
is denied for the reasons set forth in the Final Decision (Paper
No. 802) with respect to the party Cataldi et al.

To the extent that notion no. 3 urges that the party
Burroughs et al.’s clains are unpatentable as drawn to subject
matter whi ch was abandoned, dedicated, or disclainmed, the notion
i s denied. As the noving party, the party Wang et al. has the
burden of proof by a preponderance of the evidence on the notion.

Kubota v. Shibuya, 999 F.2d 517, 519, n.2, 27 USPQd 1418, 1420,

n.2 (Fed. Gr. 1993). The party Wang et al. has not sustained
its burden of proof since it has not anal yzed each of the reissue
clainms vis-a-vis each claimcancel ed during ex parte prosecution
of the party Burroughs et al.’s involved patent. Nonethel ess we
have reviewed the cl ains cancel ed during ex parte prosecution and
we are not persuaded that the party Burroughs et al. has
attenpted in its reissue application to recapture subject matter
cancel ed during the original prosecution of its patent. W agree
with the party Burroughs et al. that its reissue application
contains clainms, which are narrower or materially different from
t he cancel ed cl ai ns.

For the foregoing reasons, notion no. 3 is deni ed.
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| ssues 2D, 2E and 3A

These issues concern the party Wang et al.’s notion
nos. 4, 5, and 7, which appear at WR 74 to 81, 101 to 108, and
210 to 235. These notions urge that the party Burroughs et al.’s
reissue clains 13 to 51 are unpatentable under 35 U S.C. § 112,
first and second paragraphs, and under 35 U S. C. § 251.

These notions urge the same grounds for unpatentability
as urged by the party Tucholski in its prelimnary notion (Paper
No. 82) for judgnent and by the party Cataldi et al. inits
prelimnary notion nos. 2, 3, and 24 and are denied for the
reasons set forth in the Final Decision (Paper No. 802) with
respect to the party Tucholski’s notion and in the Final Decision
(Paper No. 803) with respect to the party Cataldi et al.’s
noti ons.

Since we have held that the Burroughs et al. reissue
application conplies with 35 U S.C. § 112, first and second
par agraphs, and 35 U.S.C. 8§ 251, no basis exists to deny
Burroughs et al., as the reissue applicants, the benefit of the
filing date of its involved patent.

For the foregoing reasons, notion nos. 4, 5 and 7 are
deni ed.

| ssue 4A
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| ssue 4A concerns the party Wang et al.’s m scel | aneous
nmotion to conpel the party Burroughs et al. to produce Messrs.
Burroughs and O Kain for exam nation on their declaration which
was presented during ex parte prosecution and which is not being
relied upon by the party Burroughs et al. The notion is denied.

If a party believes that additional evidence in the
formof testinony, such as that of an opponent’s witness, is
necessary to support a prelimnary notion, the party is required
by 37 CFR 8§ 1.639(c) to describe the nature of the testinony as
specified by 37 CFR 8§ 1.639(f). W fail to find where the party
Wang et al. asserts in any of its prelimnary notion nos. 3 to 5
and 7 that the testinony of Messrs. Burroughs and O Kain on their
ex parte Rule 132 declaration is necessary in order to decide
those prelimnary notions or where the party Wang et al. made a
showi ng in accordance with 37 CFR §8 1.639(c) and (f) in any of
those notions. Nowhere does the party Wang et al. state in its
m scel | aneous notion that such a showi ng in accordance with
37 CFR 8 1.639(c) and (f) was made in any of the prelimnary
nmotions. It is not appropriate for a party filing a prelimnary
nmoti on, which does not state that the testinony of an opponent’s
W tness is necessary to decide the notion, to now request the

testinony of the witness. Cf. Hanagan v. Kinura, 16 USPQRd 1791,

1794 (Commir. Pats. 1990).
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For the foregoing reasons, the notion to conpel is
deni ed.
REMAND
The interference is remanded to the APJ in charge of
this interference for further proceedings not inconsistent with

this order.

STANLEY M URYNOW CZ, JR
Adm ni strative Patent Judge

BOARD OF PATENT
RONALD H. SM TH APPEALS AND
Adm ni strative Patent Judge | NTERFERENCES

M CHAEL SOFOCLEQUS
Adm ni strative Patent Judge
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